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Cuapin-Sacks Mra. Co. v. HeNpLER CreEAMERY Co., ET AL. 


HeNpbLerR CrREAMERY Co., ET AL. v. CuHapin-Sacks Mra. Co. 
(254 Fed. 553) 


United States Circuit Court of Appeals, Fourth Circuit 
October 10, 1918 


1. ‘TrapE-Marxs—Descriptrive Wonrps. 

Words which in their ordinary signification or in their accepted 
trade meaning merely describe quality in the articles to which they are 
applied cannot be appropriated as trade-marks by one trader to the 
exclusion of others. 

Trape-Marks—Descriptive Worps—* VELVET.” 

In the case at bar, held, that in 1905, when complainant began 
business and registered its trade-mark in the Patent Office, the word, 
“velvet,” or the words, “velvet kind,” had become descriptive of the 
qualities of ice cream to such an extent that they could not be appro- 
priated as a trade-mark applied to that article. 

3. 'Trape-Marks—REGIsTRATION—PRESUMPTION OF VALIDITY OF Marks. 
While the allowance of a trade-mark by the Patent Office furnishes 
strong presumption of its validity, the words, “The Velvet Kind,” are 
so distinctly descriptive of the qualities of ice cream that they are 
invalid as a trade-mark for that product, though previously registered. 
4. Unrarr Competirion—Use or ANorHer’s Trape-Mark. 

If complainant had acquired right to exclusive use of words as a 
trade-mark, their use by defendant would be of itself evidence of in- 
tent to defraud. 

Unrarr CompetTition—Property Rieut 1n Distinctive Marks. 

Although not having a technical trade-mark, a dealer may never- 
theless acquire property rights in distinctive words, marks or other 
designations, which the courts will protect upon proof of unfair com- 
petition. 

6. Uwnrarm Competition—TerritoriAL Extent or RiGurs. 
Where through advertisement and extensive use the words “The 

Velvet Kind” had come to signify to the trade in Washington and 

Richmond, and the immediate vicinity of those cities, ice cream made 

and sold by complainant, but complainant had no plant or appreciable 

trade in Baltimore, complainant could not restrain the application 
of said words to defendant’s product in that city, which, with reference 
to ice cream, constitutes a distinct and separate market. 


LSS) 


or 
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TrapE-MArKs—INFRINGEMENT— ESTOPPEL. 

Where complainant had abandoned a suit for infringement in a 
state court, knew that defendants were continuing to incure expense in 
promoting sales in the locality in question, but did not itself attempt 
to secure custom there, it seems there would be sufficient evidence of 
estoppel or waiver to prevent a decree for profits, although further 
invasion of complainant’s right might be enjoined. 

8. Unratr Competition—Use or ANoTHER’s Marks—Goop Farrn. 

While, in markets distinct from those already occupied by com- 
plainant, defendant was permitted use of complainant’s mark, not a 
valid trade-mark, in competing fields defendant will be held to utmost 


good faith and diligence in distinguishing its product from com- 
plainant’s. 


9. Unratr Competition—Svuit—Costs. 

Since an Appellate Court, finding the decree of the District Court 
erroneous in other respects, may modify said decree with respect to 
costs in accordance with its own conclusions as to the equities, the course 
of conduct of defendants in the case at bar was so manifestly unfair 
that they should pay the entire cost in the District Court and the Ap- 


pellate Court. 

In equity. Suit by the Chapin-Sacks Manufacturing Com- 
pany against the Hendler Creamery Company and another. The 
District Court granted part of the relief asked (231 Fed. Rep. 550 
[6 T. M. Rep. 319]), and from that decree both parties now appeal. 
Decree modified. Wappiti, District Judge, dissents in part. 


Isaac Lobe Straus, of Chicago, Ill. (Walter A. Johnston, of 
Washington, D. C., on the brief), for plaintiff. 

John Watson, Jr., of Baltimore, Md. (Vernon Cook, of Balti- 
more, Md., on the brief), for defendants. 


Before Knapp and Woops, Circuit Judges, and WappiiL, Dis- 
trict Judge. 


Woops, Circuit Judge: In these appeals two mixed questions 
of law and fact are to be decided: Were the words, “The Velvet 
Kind,” applied to ice cream in 1905, so descriptive of quality that 
they could not be appropriated as a trade-mark by complainant, 
Chapin-Sacks Manufacturing Company? 

Assuming that they were, did the use by the defendant Hendler, 
and his successor in business, Hendler Creamery Company, of the 


words, “Velvet Kind,” and of containers and wagons similar to those 


used by complainant, nevertheless amount to unfair competition— 


the unfair appropriation of the good will of the complainant and the 
reputation of its ice cream? 








tt 
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The first question is not free frem difficulty, but it must be 
answered in the affirmative. No words which in their ordinary 
signification or in their accepted trade signification merely describe 
quality in the article to which they are applied can be excluded by 
one trader from use by others and appropriated as a trade-mark. 
Manufacturing Co. v. Trainer, 101 U. S. 51, 25 L. Ed. 993; Law- 
rence Manufacturing Co. v. Tennessee Manufacturing Co., 138 U.S. 
537, 11 Sup. Ct. 396, 34 L. Ed. 997. 

“Velvet,” in its primary meaning, signifies cloth, substantial, 
soft, and smooth, without distinct particles causing roughness to the 
touch. With this signification, “velvet” and “velvety” are applied 
descriptively in common speech to other articles; and in this second- 
ary sense the words are used almost as commonly as in their primary 
sense. Perhaps no other words applied to ice cream so well de- 
scribe the qualities of consistency, softness and smoothness—the 
absence of roughness to the sensitive touch of the tongue produced 
by distinct particles of ice. The word “velvet’’ was in this sense 
becoming more markedly descriptive in 1905, when complainant 
commenced its business; real cream having so largely ceased to be 
the chief constituent of ice cream, and the volume of the ice cream 
business having so vastly increased. It is not denied that at least 
two or three manufacturers and dealers in different parts of the 
country had before 1905 used the word “velvet” or “velvet kind” as 
descriptive of quality in ice cream. After December, 1905, when 
complainant registered the words, “The Velvet Kind,” in the Patent 
Office as a trade-mark, the words “velvet” and “velvet kind’ were 
very extensively so used all over the country, apparently without 
any knowledge of complainant’s effort to appropriate the terms. 
This last fact is not important, as showing such prior appropriation 
by any dealer or dealers as to invalidate complainant’s claim to a 
trade-mark by reason of prior appropriation. Its significance is 
that it shows a common conception and understanding of the words 
as distinctive of quality so general, and so valuable to the trade, that 
they could not be appropriated as a trade-mark by one dealer to 
the exclusion of all others. Indeed, we cannot help thinking com- 
plainant adopted the word “velvet” as a fit adjective to describe to 
the public the kind of cream it was making. 
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The allowance of the trade-mark by the Patent Office, it is true, 
furnishes a strong presumption of its validity. In addition to this, 
the Patent Office registration of the word “velvet” and its deriva- 
tives, either alone or with other words, for such articles as candies, 
lotions, butter, oil, and cotton fabrics, also tends to support the 
claim of the complainant. No doubt, in registering these words as 
trade-marks, the Patent Office in these instances considered the 
words indirectly and remotely descriptive, without being actually so, 
thus applying the principle on which the word “Hygeia,’ conveying 
to those who happened to think of its derivation the idea of health 
or healthfulness, was held a good trade-mark for water in Consol- 
idated Ice Co. v. Hygeia Distilled Water Co., 151 Fed. 10, 80 
C. C. A. 506. But none of these registrations measures up to the 
case cited, and none of them, as we understand, has been subjected 
to judicial test. We think all presumptions from the action of the 
Patent Office are overcome by the great weight of the evidence and 
the common understanding that “velvet” and “velvet kind” describe, 
as hardly any other words could, the desirable qualities mentioned 
in ice cream. 

The second question must also be answered in the affirmative. 
If the complainant had acquired the right to the exclusive use of the 
words, “The Velvet Kind,” as a trade-mark, their use by the de- 
fendants would be itself evidence of the intention to defraud and 
palm off their cream as that of the complainant. (Lawrence M. Co. 
v. Tennessee M. Co., 1388 U. S. 537, 549, 11 Sup. Ct. 396, 34 L. Ed. 
997.) In such case the inference of fraud and unfair competition 
might be rebutted in exemption of damages; but, in the absence of 
conduct by complainant amounting to estoppel, further violation of 
the right of property would nevertheless be restrained. (Elgin W. 
Co. v. Illinois W. Co., 179 U. S. 665, 674, 21 Sup. Ct. 270, 45 L. 
Ed. 365.) 

Even where there is no technical trade-mark, a dealer may ac- 
quire property rights which the courts will protect, upon proof of 
unfair competition by imitation of his distinctive words, marks, or 
other designations of his goods, or of his containers or other instru- 


mentalities of trade. The principle is thus well expressed by Judge 


Lurton in Computing Scale Co. vy. Standard Computing Scale Co., 
118 Fed. 965, 55 C. C. A. 459: 





7 
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“But when the word is incapable of becoming a valid trade-mark, 
because descriptive or geographical, yet has by use come to stand for a 
particular maker or vendor, its use by another in this secondary sense will 
be restrained as unfair and fraudulent competition, and its use in its 
primary or common sense confined in such a way as will prevent a probable 
deceit, by enabling one maker or vendor to sell his article as the product of 
another.” (Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 16 Sup. Ct. 
1002, 41 L. Ed. 118; Elgin Nat. Watch Co. v. Illinois Watch Case Co., 179 
U. S. 665, 21 Sup. Ct. 270, 45 L. Ed. 365.) 

Complainant began to make and sell ice cream in the city of 
Washington under the name of “The Velvet Kind” in May, 1905, 
and in December of that year registered the words under the federal 
law as a trade-mark. Doubtless believing it had a valid trade-mark, 
it placed the words on its containers and wagons, and by extensive 
advertisements in newspapers, by electric signs, and the distinctive 
marks on containers and wagons, the words, “The Velvet Kind,’ 
were made to signify to the trade in Washington, Richmond, and 
the immediate vicinity of those cities a cream of known quality made 
and sold in large quantities by the complainant under that name. 
There can be no doubt that, at least in Washington, the complainant 
had, by advertisement, marks, and the general conduct of its busi- 
ness, so associated its ice cream with the words, ‘““The Velvet Kind,” 
that the sale of ice cream in that city by others under that name, 
with nothing to distinguish their cream from complainant’s, would 
have been a fraud. 

But that did not give complainant any right to the exclusion of 
the use by others of the descriptive words in any place where it had 
not associated its cream with the designation. (Hanover Star M. 
Co. v. Metcalf, 240 U. S. 403, 36 Sup. Ct. 357, 60 L. Ed. 713 [6 
T. M. Rep. 149]; Theodore Rectanus Co. v. United Drug Co., 226 
Fed. 545, 141 C. C. A. 301 [6 T. M. Rep. 28]). It is true that, 
in the cases cited, the markets in which the complainant had not 
established their trade in flour and drugs were much more remote 
geographically than is Baltimore from Washington. But _ ice 
cream is not usually transported from one large city to another, and 
its sale and distribution is usually within the area in proximity to 
the place of manufacture. Considered with respect to the usual 
area of sale and distribution, Baltimore is as distinct and separate a 


market for its ice cream as the Alabama market is from a city in 








128 NINE TRADE-MARK REPORTER 


Ohio for flour or patent medicines. Complainant had no plant in 
Baltimore, and has never attempted to compete for the Baltimore 
trade, and therefore it had no right to restrain any one from the use 
of the words, “The Velvet Kind,” in that city. 

The defendant Hendler, living in Washington, attracted by the 
words, “The Velvet Kind,’ used by complainant, some time in 1905 
went into business in Baltimore, copying the words, “The Velvet 
Kind,” and imitating in a general way the marks and colors on the 
containers and wagons which the complainant used. He, and the 
Hendler Creamery Company, his successor, built up a large business 
in Baltimore. Since the complainant had no appreciable trade in 
Baltimore, and had not made the words, “The Velvet Kind,” to 
denote its cream, the adoption of the words there by the defendants, 
though an imitation, was not in itself proof of a fraud or unfair 
competition. 

Even if the words, “The Velvet Kind,” had been a valid trade- 
mark under the federal statute, we should be inclined to hold that 
the abandonment by the complainant of its suit against the de- 
fendants in the state court in Baltimore, its full. knowledge that 
defendants were going forward incurring expense and labor in the 
promotion of sales in Baltimore under the name of “The Velvet 
Kind,’ and the complainant’s failure to make any effort for custom 
there, would be sufficient evidence of estoppel or waiver to prevent a 
decree for profits. But the complainant might nevertheless have 
been entitled to an injunction against the further invasion of its 
right; for the defendants’ appropriation of the trade-mark in that 
case would have been piracy. 


“The intentional use of another’s trade-mark is a fraud; and when the 
excuse is that the owner permitted such use, that excuse is disposed of by 
affirmative action to put a stop to it. Persistence, then, in the use is not 
innocent, and the wrong is a continuing one, demanding restraint by ju- 
dicial interposition when properly invoked. Mere delay or acquiescence 
cannot defeat the remedy by injunction in support of the legal right, unless 
it has been continued so long and under such circumstances as to defeat 
the right itself, * * * nor will the issue of an injunction against the infringe- 
ment of a trade-mark be denied on the ground that mere procrastination 
in seeking redress for depredations had deprived the true proprietor of his 
legal right.” (Menendez v. Holt, 128 U. S. 514, 9 Sup. Ct. 143, 32 L. Ed. 
526; Sazrlehner v. Eisner §& Mendelson Co., 179 U. S. 19, 21 Sup. Ct. 7, 45 
L. Ed. 60.) 
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This is important in determining the present standing of the 
defendants in a court of equity; for in justice and good conscience 
the principle has at least a qualified application to a case of unfair 
competition where there is no trade-mark. Hendler received the 
idea of “The Velvet Kind,” as a trade-mark, from the complainant. 
He, in common with complainant, believed that the words could be 
made a trade-mark, for he registered them as his trade-mark under 
state law. While the complainant was developing its business in 
Washington, Hendler took the words to Baltimore, and effectually 
anticipated any extension of the use of the supposed trade-mark 
words to the Baltimore market, which the complainant might after- 
wards have desired to make. Under these circumstances, equity 
will exact of the defendants the utmost good faith and diligence to 
distinguish their product from that of the complainant in the city 
of Annapolis or any other field of competition. 

Hendler began to sell ice cream as “The Velvet Kind” to an 
Annapolis dealer in 1906; but his orders were small, and he did not 
by their extent, or by advertisement, or in any way, make the words, 
“The Velvet Kind,” significant or of special value in the Annapolis 
market. In 1908, the complainant entered the Annapolis market, 
and by advertisement and distinctive containers and wagons made 
the words, “The Velvet Kind,” signify to dealers a particular kind 
of ice cream of excellent quality made by it. Thus it built up in 
that market a large trade. Analysis of the somewhat conflicting 
testimony would not be valuable, but it leaves no doubt of the 
correctness of the conclusion of the District Court that in Annapolis 
the defendants, by adopting the words, “The Velvet Kind,’ made 
popular by complainant's efforts, and by the use of imitative con- 
tainers and wagons, brought about confusion of their cream with 
that of the complainant, and that they profited by the confusion to 
complainant’s loss. Especially did they avail themselves of these 
methods, and make them unfairly profitable, when the opportunity 
was furnished by complainant’s increase in the price of its cream. 

We think the decree of the District Court went too far in en- 
joining the defendants from entering territory in which the com- 
plainant had not established a market for its cream under the desig- 
nation of “The Velvet Kind.” 
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On the other hand, the decree of the District Court in another 
respect does not afford protection to the complainant. The de- 
fendants were enjoined from advertising and selling their cream in 
Annapolis and Laurel “without in immediate connection with said 
words “The Velvet Kind’ and in letters of the same character, style, 
and size, stating that their, the defendants’, ice cream is not ‘The 
Velvet Kind’ made by the Chapin-Sacks Manufacturing Company 
of Washington, D. C.” Advertisements and marks in this form, 
unless they contain a distinct statement of the fact that defendants’ 
ice cream is inferior to that of the complainant, would indicate that 
the defendants were claiming to sell cream superior to that which 
the complainant was selling under the same designation. 

The general rule in equity is that costs are in the discretion 
of the trial court, and that no appeal will lie from a decree merely 
on the ground of error in awarding costs. But, where the decree is 
found to be erroneous in any other respect, the Appellate Court may 
reverse or modify the decree of the District Court with respect to 
costs in accordance with its own conclusions as to the equities of the 
case. This distinction is stated, and the numerous authorities sup- 
porting it are cited, in Gregg v. Metropolitan Trust Co., 124 Fed. 
721, 732, 59 C. C. A. 637. We are so strongly impressed with the 
superior equities of the complainant in this case, and the necessity 
for the suit in order to protect its rights, that we think the entire 
costs should be paid by the defendants. 

The decree will therefore embody these conclusions: (1) The 
words, “The Velvet Kind,” applied to ice cream, being descriptive, 
are not valid as a trade-mark. (2) Advertisement and sale by the 
defendants of their ice cream in the city of Baltimore did not con- 
stitute unfair competition with the complainant. (3) The com- 
plainant has an established business for ice cream under the desig- 
nation of “The Velvet Kind,” indicated by its advertisements, its 
containers and wagons, in Washington, D. C., Richmond and Alex- 
andria, Va., and Annapolis, Buckeyestown, Woodstock, and Frederick, 
in the state of Maryland. (4) The defendants have been competing 
unfairly with the complainant in Annapolis and Laurel, in the state 


of Maryland. (5) The defendants should be enjoined from the ad- 
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vertisement and sale of ice cream under the designation, “The Velvet 
Kind,” and from the use of containers, wagons, and other instru- 
mentalities of the trade similar to those used by the complainant, in 
Washington, D. C., Richmond and Alexandria, Va., Annapolis, 
Laurel, Buckeyestown, Woodstock, and Frederick, in the state of 
Maryland, and all other places where the complainant has estab- 
lished the sale of its ice cream under the designation of ‘““The Velvet 
Kind,” until they shall submit to the District Court a plan of busi- 
ness which will satisfy the court that their cream will not be con- 
fused with that of the complainant, and will not in any wise unfairly 
affect complainant’s business. (6) Complainant is entitled to an 
accounting as required by the District Court. (7) The unfair course 
of conduct pursued by the defendants requires that they pay the 
entire cost in the District Court and in this court. 
Modified. 


Wappit1, District Judge: I concur in the conclusions of the 
majority of the court, as stated in paragraphs 3, 4, 5, 6, and 7, and 
dissent from the conclusions in paragraphhs 1 and 2, though I am 
strongly inclined to the view that the complainant, as between itself 
and the defendants, is not entitled to the relief prayed for, respect- 
ing the sale of its ice cream in the city of Baltimore, because of 
laches in the prosecution of its suit, if, in fact, it was not estopped 
by the dismissal of the suit instituted in the state court at Baltimore 
against the defendants to prevent them from infringing the com- 
plainant’s trade-mark, and unfairly competing with it in its ice 


cream business; said defendants having duly appeared in said cause. 


GALLET, ET AL., v. R. & G. Soap Suppty Co. 
(254 Fed. Rep. 802) 


United States Circuit Court of Appeals, Second Circuit 
December 11, 1918 


1. Trape-Marks—INFRINGEMENT—SIMILARITY OF MARKS. 
The use of similar trade-marks, without evidence of unfair com- 
petition or fraud, does not of itself constitute infringement. 
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2. Trape-Marxs—Unrair Comretition—Grounps For RE ier. 

A court of equity will not grant injunctive relief merely upon a 
comparison of the corporate names of the parties and the inferences to 
be drawn therefrom, without reference to extrinsic facts and evidence 
of confusion and injury. 

3. ‘Trape-Marks—Use or Simitar Lasets—Basis or INJUNCTION. 

A court of equity will not interfere with the use of a label which is 
such that the average purchaser can by ordinary attention immediately 
distinguish it from the label of another party. 

4. Trape-Marks—I NFRINGEMENT—ACCOUNTING. 

An accounting in cases of alleged infringement will be ordered 
only upon the injured party’s proving a loss of sales as a result of con- 
fusion or misleading advertising. 

Appeal from the District Court of the United States for the 
Northern District of New York. Complainants appeal from a de- 


cree in their favor. Decree affirmed. 


Maurice Leon, of New York City, for appellants. 
J. Robert Rubin, of New York City (Milton Frank, of New 
York City, on the brief), for appellee. 


Before Warp, RoGers, and Manton, Circuit Judges. 


Manton, Circuit Judge: The appellants are partners trad- 
ing under the name of Roger & Gallet, with their principal place of 
business in France. They trade, however, in this country through 
duly authorized agents here. They have obtained in the United 
States trade-marks No. 30,439, registered July 27, 1917; No. 
35,737, registered January 8, 1901; No. 96,880, registered May 5, 
1914; No. 101,629, registered January 5, 1915. 

Under these trade-marks, the appellants and their predecessors 
conducted their business since the 2nd of January, 1891, which 
business consists of the sale of high-grade soaps and toilet prepara- 
tions. The letters “R.” and “G.” have their origin in the initials 
of the appellants, and are combined in a monogram described in 
trade-mark registered No. 101,629. The appellee, R. & G. Soap 
& Supply Company, is the successor of the R. & G. Supply Com- 
pany. This firm began a premium business in the city of Bing- 
hamton, N. Y., in 1901, and is now engaged in the manufacturing, 
buying, selling, importing, and exporting of, and dealing generally 
in, soaps, teas, coffee, groceries, cloaks, suits, furniture, and all 
kinds of supplies for individuals. Two men, Simon Rosenthal and 





we 
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Maurice Gutman, citizens of Binghamton, using their initials as part 
of their corporate name, organized the corporation R. & G. Supply 
Company, which was later changed to the present name of the 
appellee. 

The appellee conducted its business by selling these articles 
directly to the consumer from its manufacturing plant in Bingham- 
ton, giving premiums and stamps, which could be redeemed at its 
home office, for furniture and household articles. It is essentially a 
premium business, as well as a mail-order business. The bulk of its 
business is done in the mining districts of Pennsylvania; it deals 
in low-priced goods, and consequently does not reach the same high- 
class trade as do the appellants. On the other hand, the appellants’ 
business was world-wide; they dealt in more costly commodities, 
and consequently to a higher-grade trade. The appellants expressly 
eliminated any charge of fraud. 

There was no proof that the appellants’ business was inter- 
fered with; that is to say, that any actual loss was sustained or trade 
diverted by reason of the use of these initials in the appellee's trade- 
name. These facts were all stipulated. 

The special master granted an injunction restraining the ap- 
pellee from using the letters “R.” and “G.” either separately or in a 
monogram, or in the form “R. & G.” or “R. and G.”’ on labels, but 
did not enjoin the use of “R. & G.” or “R and G.” in the corporate 
name; the latter use, however, to be employed only with the same 
size print as the balance of the corporate name. 

The appellants, feeling aggrieved by the scope of this injunc- 
tion, have appealed, and urge upon us that the court below erred in 
refusing to absolutely forbid the use of the letters “R. & G.”’ in the 
corporate name of the appellee, and further in failing to grant an 
accounting. 

Upon these stipulated facts, nothing appears except the mere 
use of the letters “R.”’ and “G.” by the appellee, and such use in its 
corporate name could not constitute an infringement of the appel- 
lants’ trade-mark. Indeed, the use of similar trade-marks, stand- 
ing alone, does not constitute infringement. Wherever aid has been 
had from a court of equity, there has been some evidence of unfair 
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competition in the sale of the goods by the infringer. If the appel- 
lee had the right to use the letters “R.” and “G.,” as it did, in its 
corporate name, by the grant of such name from the state, and did 
so conduct its business as not to palm off its goods as those of the 
appellants, and there is no evidence of fraud in the conduct of its 
business which would be calculated to reach the same result, equity 
will not enjoin it as an infringer. (Howe Scale Co. v. Wyckoff, 
Seaman & Benedict, 198 U. S. 118, 25 Sup. Ct. 609, 49 L. Ed. 
972.) 

Where the right to relief depends exclusively upon the com- 
parison of the corporate names of the parties and the inferences to 
be drawn from such comparison alone, without reference to any 
extrinsic facts, and there is no evidence of confusion and injury, the 
courts will not grant injunctive relief. (Higgins v. Higgins, 144 
N. Y. 470, 39 N. E. 490, 27 L. R. A. 42, 43 Am. St. Rep. 769.) 

It was held in Cement Co. v. Le Page, 147 Mass. 207, 17 N. E. 
304, 9 Am. St. Rep. 685, that the right to use one’s own name in all 
legitimate ways, or as a whole or part of a corporate name, in the 
absence of contract, fraud, or estoppel, will not be enjoined, and one 
may use his own name with equal right in a business in which 
others are associated with him, as in a partnership or corporation, 
if it appears that such corporate or partnership name is not selected 
for the purpose of unfair competition. Such absolute right to use 
a man’s own name honestly in his own business, for the purpose of 
advertising it, even though it may interfere and injure the business 
of another having the name, unless he resorts to artifice or some 
action calculated to mislead the public as to the identity of the busi- 
ness, and thus cause injury to the others, beyond that which results 
from the similarity of names, should not be enjoined. 

Applying these rules to the facts in this record, we are of the 
opinion that the appellants have been accorded the fullest protection 
to their trade-mark rights. 

None of the labels which the appellee used with the name “R. 
& G. Soap & Supply Company, Binghamton, N. Y.,” are likely to 
mislead the average purchaser to take the appellee’s goods for those 


of the appellants. No ordinary purchaser would be misled by the 
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similarity of the initials used as restricted by the decree appealed 
from. A court of equity should not interfere when ordinary atten- 
tion by the purchaser of the articles would enable him at once to 
discriminate the one from the other. 

The appellants used the initials “R.”’ and “G.” in a monogram, 
with the words “Paris, France,’ and the appellee the name “R. & 
G. Soap & Supply Company, Binghamton, N. Y.” We are at a 
loss to understand how the ordinary purchaser could be confused or 
deceived. 

Nor are the appellants entitled to an accounting. There is no 
concession nor evidence which indicates that a single sale was made 
as a result of any misconception or misleading advertisements with 
the use of the initials ““R.” and “G.” on the labels of the commodi- 
ties sold by the appellee, and there can be no damage in connection 
with the violation of the appellants’ rights, which have now been 
restrained, except there was injury to the business and good will 
of the appellants. Such damage could only be demonstrated by 
loss of sales which otherwise would have accrued to the injured 
business. An accounting will not be ordered, unless it is clear that 
either upon the record, or upon a record which the appellants might 
present to the master, there could be a substantial recovery. (Mer- 
riam v. Saalfield, 198 Fed. 369, 117 C. C. A. 245 [2 T. M. Rep. 
443]). 

We are satisfied that the appellants present no such case. Con- 
cluding, as we do, that the initials “R.” and “G.,” followed by the 
words “Soap & Supply Company, Binghamton, N. Y.,” distinguished 
the appellee’s goods from those of the appellants, so as to avoid 
confusion, and that there was no effort on the part of the appellee 
to palm off its goods for those of the appellants, the appellants are 
not entitled to the further relief which they ask for. 

Decree affirmed. 
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Trave-Marks—Prorerty Ricguts—Interest oF Pvsric. 

The exclusive property of the owner of a trade-mark is entitled to 
the protection which the highest powers of the courts can afford, not 
only to do individual justice, but to safeguard the interests of the 
public by preventing one’s passing off his goods as those of another. 
Trape-MarKks—GE0GRAPHICAL NAMES. 

Geographical terms and words in common use to designate a 
locality, country, or a section of a country cannot at common law be 
exclusively appropriated as trade-marks, unless used in arbitrary or 
fancy sense, unless the owner is the sole possessor of the place of 
origin and had a monopoly of its vendible product, or unless the use 
of such a name could not possibly mislead or deceive. 

Unrairn CompetTition—GEoGRAPHICAL NAMES—SECONDARY MEANING. 

Where geographical terms have by long and exclusive use acquired 
a secondary signification as denoting the goods or business of a par- 
ticular trader, a subsequent trader will be restrained from using such 
terms in a manner likely to deceive the public and from passing off 
his goods or business as those of his rival, since that would constitute 
unfair competition. 

Trave-Marxs—GEeEoGRAPHICAL NaAMEs—‘SCANDINAVIA.” 

In the case at bar, the word “Scandinavia” as applied to woven 
textile belting was held invalid as a trade-mark at common law, since 
it indicated the notion of place and not that of origin or ownership. 
Trape-Marks—REGIsTRATION—ForREIGN OWNER. 

As a trade-mark acknowledges no territorial limits, but extends to 
every market where the trader’s goods have become known and iden- 
tified by his use of the mark, the English owner of the mark in question, 
who had used it for almost forty years in England, could, if the right 
to use it in this country had not been assigned to complainant, have 
registered it in the United States. 
Trave-Marks—RecistraTioN—RiGuts oF AssiGNEE. 

The plaintiff, having by agreement with the English company 
become the exclusive agent of that company in the United States and 
acquired the exclusive right to use its trade-mark here for a long 
period of years, was such special owner of the trade-mark as entitled 
it to have said mark registered under the Act. 
Trape-Marks—Vauinity Unper Ten-YeArR CLAUSE. 

Since plaintiff and its predecessors from whom it derived title had 
made actual and exclusive use of the word “Scandinavia” as a trade- 
mark, both in foreign commerce and in commerce between the states, 
for ten years next preceding the passage of the Registration Act, and 
had registered it under the Act, it was entitled to protection there- 
under as a valid trade-mark, without regard to whether it was or not 
valid at common law and prior to its registration. 
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8. Trape-Marxs—Patenteo Artictes—GENERIC NAME. 

The fact that “Scandinavia” had formerly been used in England 
upon belting made under a British patent granted to a predecessor 
of plaintiff’s assignor did not of itself render the mark publici juris 
upon the expiration of the patent, it not appearing that the word was 
ever used descriptively, so as to become a generic or identifying name 
of the goods. 

9. Unrair Competition—ImitaTion oF Trape-Mark—Fravp. 

For defendant to copy plaintiff's trade-mark is of itself unfair 

competition; actual fraud need not be shown. 


On appeal from a decree in favor of plaintiff. Affirmed. 
For opinion of the court below, see 8 T. M. Rep. 124. 


The plaintiff is a corporation organized and existing under the laws of 
the State of Maine and has its principal place of business in the Borough 
of Manhattan of the City of New York. It is engaged in the business of 
selling throughout the United States woven textile belting known in the 
trade as Solid Woven Belting. The largest part of the plaintiffs goods 
are sold by it under the trade-mark “Scandinavia,” of which trade-mark it 
claims the ownership within the United States. The belting which the 
plaintiff sells is manufactured for it in England by the Scandinavia Belting 
Co., Ltd., a British corporation. 

The plaintiff's trade-mark is registered in the plaintiff’s name in the 
Patent Office of the United States under the Act of Congress of February 
20, 1905. 

It is alleged that because of the great use by the public of the plain- 
tiff’s belting, and because of the information the plaintiff has conveyed to 
the public regarding its belting and trade-mark, the trade-mark “Scan- 
dinavia” has come to mean the particular belting manufactured for and 
sold by the plaintiff. 

The defendant is a corporation organized and existing under the laws 
of the State of New York and has its principal place of business in the 
Borough of Manhattan in the City of New York. It is engaged in the 
manufacture of belting and manufactures a brake band lining for auto- 
mobiles. It is using the words “Scandinavian Woven Lining,” “Ford Scan- 
dinavian Woven Lining” and “Ford Scandinavian Brake Lining” to desig- 
nate its brake linings. 

The plaintiff alleges that defendant’s goods are a cheap imitation of 
the plaintiffs and that, though closely resembling them in outward appear- 
ance, they are of a greatly inferior quality, and are sold at a less price 
than the plaintiff’s goods. 

The plaintiff alleges that defendant fraudulently adopted the word 
“Scandinavian” for the purpose of inducing the public to purchase de- 
fendant’s belting in the belief that it is the belting of the plaintiff, the 
belting of both being sold and used for the same purpose; and that de- 
fendant willfully adopted such name for the purpose of defrauding the 
public and the plaintiff, selecting such name because the name itself would 
mislead and deceive the public into purchasing and using defendant’s belt- 
ing under the mistaken belief that the same was the product of the plain- 
tiff, and for the purpose of thereby depriving plaintiff of its lawful rights 
under its trade-marks, and in infringement of plaintiff's rights, both at 
common law and under its registered trade-marks; and that the said acts 
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of defendant tend to deceive and have actually deceived the public and 
led it to believe that the belting so sold by the defendant under the name 
“Scandinavia” or “Scandinavian” is that originating with the plaintiff. 

The plaintiff asks for an accounting of the profits and for 
damages and for an injunction. 

The decree dismissed the cause of action as to the registered 
trade-mark holding the registration invalid; and it dismissed the 
cause of action as to the common law trade-mark on the ground that 
the word “Scandinavia” is a geographical word and therefore can- 
not be acquired as a common law trade-mark. The decree, however, 
sustained the cause of action as to unfair competition, and it directed 
that a perpetual injunction issue directing the defendant to desist: 

“(a) From manufacturing, billing, cataloguing, selling, offering for 
sale or advertising belting or brake lining, not of plaintiff's manufacture, 
under the names or designations ‘Scandinavian Woven Lining,’ ‘Ford Scan- 
dinavian Woven Lining,’ ‘Ford Scandinavian Brake Lining,’ ‘Scandinavian 
Weave,’ ‘Scandinavian Woven Type,’ ‘Scandinavian’ and the abbreviated 
form of the word ‘Scandinavian, to wit: ‘Scand.,’ or under any of such 
names or designations, or under any word or words of like import, and 
from using or causing to be used orally or in written or printed matter 
or in any bills or correspondence such names or designations, or any of 
them, for belting or brake lining, not of plaintiff’s manufacture, and from 
causing confusion in the trade by any false use or imitation of plaintiffs 
trade name ‘Scandinavia,’ calculated to mislead or deceive; and 

“(b) From manufacturing, billing, cataloguing, putting up, selling, 
offering for sale, disposing of or advertising cartons or packages contain- 
ing brake lining or belting and bearing the name ‘Scandinavia’ or ‘Scan- 
dinavian,’ or any imitation thereof, or words of like import, and particularly 
cartons like the carton identified as plaintiff’s exhibit No. 14, ‘Carton Con- 
taining Brake Lining of Defendant Sold Under the Name Scandinavian 
Woven Type,’ and from disposing of all cartons like plaintiff's exhibit 
No. 14.” 

The decree also directed that plaintiff recover any and all 
profits accruing from defendant’s violation of plaintiff’s equitable 
rights and referred the same to a master to state an account of the 
damages and profits. 


Both parties have appealed to this court. 


William A. Redding and Nicholas M. Goodlett, both of New 
York City, for plaintiff. 
T. Hart Anderson, of New York City, for defendant. 


Before Warp, Rocers, and Hoven, Circuit Judges. 
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Rogers, Circuit Judge (after stating the above facts): This 
suit is brought in an attempt to secure to the plaintiff the exclusive 
use of the name “Scandinavia” as applied to belting. The plaintiff 
claims that it has a trade-mark in that name, both by virtue of the 
common law and by the registration of the name under the Act 
of Congress providing for the registration of trade-marks. 

It has been said frequently that the doctrine of exclusive prop- 
erty in trade-marks has prevailed from the time of the Year Books. 
But an examination of the record hardly justifies the statement, in 
the opinion of Mr. Upton, who nevertheless declares that— 


“property in trade-marks, exclusive and absolute, has existed and been 
recognized as a legal possession, which may be bought and sold and trans- 
mitted, from the earliest days of our recorded jurisprudence.” (Upton 
on Trade-Marks, p. 10.) 

However early property in trade-marks may have been recog- 
nized it is only in comparatively recent times that courts of equity 
have interfered by injunction for its protection. For in Blanchard 
v. Hill, 2 Atkyns 484, in 1742, an application was made to Lord 
Chancellor Hardwicke for an injunction to restrain the defendant 


from making use of the Great Mogul as a trade-mark upon cards. 
The Lord Chancellor declared: 


“There is no foundation for this court to grant such an injunction. 
Every particular trader has some particular mark or stamp; but I do not 
know any instance of granting an injunction here to restrain one trader 
from using the same trade-mark with another; and I think it would be of 
mischievous consequence to do it.” 

But it is now and for many years has been well established 
doctrine that the exclusive property of a proprietor of a trade-mark 
by virtue of the manufacture or offering for sale of his goods is 
entitled to the protection which the highest powers of the courts 
can afford. And the power of the court in such cases is exercised, 
not only to do individual justice, but to safeguard the interests of 
the public by preventing one’s passing off his goods as the goods of 
another. The right of property in trade-marks has come to be 
recognized as of immense and incalculable value. Trade-marks, 
it has been truthfully said, are the only means by which the manu- 
facturer and the merchant are enabled to inspire and retain public 
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confidence in the quality and integrity of things made and sold, and 
the only means by which the public is protected against the frauds 
and impositions of the crafty and designing, who are always alert 
to appropriate to themselves the fruits of the reputation of others. 

The jurisdiction of an equity court to restrain by injunction 
the passing off by A of his own goods as being the goods of B is in 
aid of the legal right and is founded on the equity of protecting 
property from irreparable damage. In such a case the court acts 
on the same principles upon which it interferes in other cases in 
protecting legal rights to property. (Kerr on Injunctions, page 
357.) 

The court below has held that the plaintiff is entitled to an 
injunction, but that it is entitled to it on the ground of unfair 
competition, and not because it has a trade-mark which has been 
infringed. 

The law recognizes the right of everyone who manufactures or 
sells goods to affix to them a mark or symbol which may distinguish 
them from similar goods manufactured or sold by another. The 
mark or symbol so used is known as a trade-mark. While any name, 
symbol or emblem may in general be a trade-mark, vet the law does 
not allow a word to be so used which is merely descriptive of an 
article, or which is the current name of an article, or which merely 
denotes the general character of a business. And one of the ques- 
tions raised in the case now under consideration is whether the 
word “Scandinavia” used by the plaintiff as a trade-mark is one 
which can be so employed. In 35 Cyc. 722 it is said: 

“Geographical terms and words in common use to designate a locality, 
a country, or a section of a country cannot be monopolized as trade-marks. 
In some cases geographical names have been protected nominally upon the 
ground of trade-mark, but these cases must be supported, if at all, upon 
the ground of unfair competition.” 

In 28 Am. & Eng. Encye. of Law 377 the rule is stated as 
follows: 


“It is well settled that a geographical term, by which is meant a term 
denoting locality, cannot be exclusively appropriated as a trade-mark or 
trade-name, because such a term is generic or descriptive, and any one 
who can do so truthfully is entitled to use it. Geographical terms may, 
however, by long and exclusive user acquire a secondary significance as 
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denoting the goods or business of the particular trader who has so used 
them, and under such circumstances a subsequent trader will not be per- 
mitted to use such terms in a manner that will be likely to deceive the 
public, and pass off his goods or business as being the goods or business of 
his rival, for this would constitute unfair competition.” 

In Browne on Trade-Marks the law is thus stated: 


“Sec. 182. Geographical Names.—Instances are not rare where these 
have been sustained as technical trade-marks. But in every case of the 
adoption of the name of a country, nation, region, or place, such name has 
been used in an arbitrary sense, and not adjectively; except where the 
owner of the mark was also sole possessor of the place of origin, or had 
the monopoly of the vendible product, as for example, of a mineral spring, 
or an established place of manufacture. Under circumstances of an ex- 
clusive right of sale, such a name cannot be said to be merely geographical. 
To be such, all or many others than the claimant, should have a right equal 
to his own to apply a trade-mark.” 

The House of Lords in 1872 decided the well-known case of 
Wotherspoon v. Currie, L. R. 5 H. L. Eng. & Ir. App. Cases, 508. 
In that case a bill had been filed to enjoin the respondent from 
using the geographical name “Glenfield” in connection with the 
manufacture of starch. The complainant had formerly carried on 
the business of starch makers at Glenfield, which was a small place, 
not even a hamlet, in the neighborhood of Paisley, in Scotland. The 
starch there manufactured continued to be sold as “Glenfield 
Starch.” The business was, after some years, removed to a larger 
place called Maxwelltown, which was also near Paisley, and the 
starch there manufactured continued to be sold as “Glenfield 
Starch.” The respondent had for many years lived at Glenfield, 
but had carried on his business of manufacturing starch in his 
works at Paisley. Some time after the complainant’s removal of 
his business from Glenfield to Maxwelltown the respondent began 
making starch in Glenfield, calling his product “Glenfield Starch,” 
and selling it under that name in Scotland and in England. The 
respondent’s label stated that it was manufactured by “Currie & 
Co.,” and the complainant's label stated that its starch was manu- 
factured by “Robert Wotherspoon & Co.” The suit was brought 
on the theory that the geographical name “Glenfield” had become 
the trade-mark of the complainant’s business, and that although the 
complainant had ceased to manufacture his product in Glenfield 
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he was entitled to restrain the respondent from using the same 
trade-mark, although the respondent actually made his starch in 
Glenfield. The House of Lords, reversing the court below, granted 
the injunction and restrained the respondent from using the word 
“Glenfield” in or upon any labels affixed to his packets of starch, 
and from in any other way representing the starch manufactured by 
or for him to be “Glenfield Starch.” It is not suggested in any of 
the opinions delivered in the House of Lords that a trade-mark 
could not be had in a geographical name. Lord Chelmsford in the 
course of his opinion puts the question involved in this way: “Has 
the respondent, then, been proved to have infringed the appellant’s 
trade-mark within the established principle?’ And Lord West- 
bury in his opinion states that the word “Glenfield’’ had acquired 
a secondary meaning and had become “the trade denomination” of 
the starch made by the appellant, and he declares that the case 
comes within the principle that a party should be prevented from 
fraudulently availing himself of the trade-mark of another which 
has already obtained currency and value in the market. Notwith- 
standing what two of the Lords said as to the validity of the trade- 
mark, it does not certainly appear whether the decision went upon 
the ground that there was a valid trade-mark which had been in- 
fringed or upon that of unfair competition. That the plaintiff 
was entitled to the injunction upon the latter ground can be readily 
perceived. But one cannot help wondering whether all the Lords 
agreed that the trade-mark was valid. Then, nearly 20 years later, 
the House of Lords had before it Montgomery v. Thompson (1891), 
A. C. 217. Thompson and his predecessors had bottled ale, at a 
town in England called Stone, for 100 years or more. This ale had 
become known as “Stone Ale.” During the above period the brew- 
ery of Thompson had been the only one in town. In 1890 Mont- 
gomery, who had been a publican at Liverpool, removed to Stone 
and set up “Montgomery’s Stone Brewery.” He claimed he had a 
legal right to use the name “Stone Brewery” so long as he used 
it in combination with other words which sufficiently distinguished 
his manufacture from that of Thompson. The court below had 


issued an injunction restraining him from carrying on his business 





, 
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of a brewer at Stone, either under the name “Stone Brewery,” or 
under that of “Montgomery’s Stone Brewery,” or under any other 
title so as to represent that the Montgomery Brewery was the 
Brewery of Thompson and from selling or causing to be sold any 
ale or beer not of Thompson’s manufacture under the term “Stone 
Ales” or “Stone Ale,’ or in any way so as to induce the belief that 
such ale or beer was of Thompson’s manufacture. The House of 
Lords affirmed the injunction. Lord Herschell in his opinion said: 

“It appears to me idle to argue in opposition to the injunction that it 
is against the public interest to permit a monopoly of the use of the name 
of a town for trade purposes, when the only effect of allowing its use by 
the person and for the purpose sought to be restrained would be to deceive 
the public.” 

In Wotherspoon v. Currie the trade-mark was not actually 
copied, and while, as the quotations above made show, there are in 
the opinions rendered by two of the Lords expressions which seem 
to indicate that in their opinion the trade-mark was not invalid, the 
case was really decided on the ground that the respondent was act- 
ing with the fraudulent design of passing off his own goods as those 
of the complainant's. And Thompson v. Montgomery does not assert 
an exclusive right to the use of the words “Stone Ale” as against the 
defendant, who was shown to be engaged in fraudulently using the 
words for the purpose of passing off his goods as the goods of the 
plaintiff, as most clearly appears in the opinion of Lindley, L. J., 
in the Court of Appeal. (41 Ch. Div. 35, 50.) 

We come now to consider the cases in the Supreme Court of 
the United States. In Canal Company v. Clark, 13 Wall. 311 
(1871), the complainants claimed an exclusive right to the use of 
the words “Lackawanna Coal” as a trade-mark for the coal mined 
by them, and their bill alleged that they had appropriated the word 
Lackawanna as a trade-mark for their coal before any one else had 
applied it as a trade-mark for any kind of coal. In affirming the 
court below, which had refused the injunction, the court said: 


“And it is obvious that the same reasons which forbid the exclusive 
appropriation of generic namés or of those merely descriptive of the 
article manufactured and which can be employed with truth by other 
manufacturers, apply with equal force to the appropriation of geographical 
names, designating districts of country. Their nature is such that they 
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cannot point to the origin (personal origin) or ownership of the articles 
of trade to which they may be applied. They point only at the place of 
production, not to the producer, and could they be appropriated exclusively, 
the appropriation would result in mischievous monopolies.” (13 Wall. 324.) 

In Columbia Mill Company v. Alcorn, 150 U. S. 460 (1893), 
the complainant, a manufacturer of flour at Minneapolis, sought to 
restrain the defendants from using the word “Columbia” in a brand 
placed on flour sold by them. The court below had dismissed the 
bill. The Supreme Court, in an opinion in which it stated that 
the general principles of law applicable to trade-marks and the 
conditions under which a party may establish an exclusive right 
to the use of a name or symbol were well settled by its decisions, 
then went on to say that these decisions establish the following 
general propositions: 

(4) Such trade-marks cannot consist of words in common use as 
designating locality, section, or region of country.” 

In Elgin National Watch Company v. Illinois Watch Case 
Company, 179 U. S. 665 (1901), the Supreme Court had before 
it the question whether the plaintiff had a trade-mark in the geo- 
graphical name “Elgin,” which it had registered under the Act of 
Congress of 1892. The court held— 

“that the general rule applied, and that this geographical name could not 
be employed as a trade-mark, and its exclusive use vested in appellant, and 
that it was not properly entitled to be registered as such.” 

In French Republic v. Saratoga Vichy Company, 191 U. S. 
427 (1903), the plaintiff claimed a trade-mark in the geographical 
name “Vichy,” which was the name of a commune of France, whose 
springs for several hundred years had been famous for their 
medicinal qualities. The trial court had dismissed the bill upon 
the ground that the plaintiff had no exclusive right to the use of 
the word “Vichy” and that defendant had never been guilty of an 
attempt to palm off its waters as the imported article. (99 Fed. 
733.) The case was brought to this court, where it was reversed, 
and an injunction was ordered in an opinion which will be subse- 
quently considered. (107 Fed. 459.) The Supreme Court did 
not agree that a case had been made out justifying the issuance of 
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an injunction, as the use of the word “Vichy” on defendant's label 
was so different in style, language and form from that of the com- 
plainant that it would not deceive the public, and there had been 
acquiescence for a period of nearly thirty years. Mr. Justice 
Brown writing for the court said: 

“1, As the waters of Vichy had been known for centuries under that 
name, there is reason for saying that plaintiffs had in 1872 acquired an 
exclusive right to the use of the word “Vichy” as against every one whose 
waters were not drawn from the springs of Vichy, or at least, as observed 


by a French court, ‘from the same hydrographical region which may be 
called generally the basin of Vichy.’ 


“True, the name is geographical; but geographical names often acquire 
a secondary signification indicative not only of the place of manufacture 
or production, but of the name of the manufacturer or producer and the 
excellence of the thing manufactured or produced, which enables the owner 
to assert an exclusive right to such name as against every one not doing 
business within the same geographical limits; and even as against them, 
if the name be used fraudulently for the purpose of misleading buyers as 
to the actual origin of the thing produced, or of palming off the produc- 
tions of one person as those of another.” 

We do not understand that the court in the above case decided 
that a trade-mark exclusive as to some but not as to all is a technical 
trade-mark valid at common law. What the court said is entirely 
consistent with the theory that the owner of the mark might be pro- 
tected under the law of unfair competition. 

In Baglin v. Cusenier Company, 221 U. S. 580 [1 T. M. 
Rep. 147] (1911), the court had before it the validity of the word 
“Chartreuse” as a trade-mark. For several hundred years the Order 
of Carthusian Monks had occupied the Monastery of the Grande 
Chartreuse near Voiron, in France. They there made by a secret 
process the liqueur which in time became known throughout the 
world as “Chartreuse.” They first manufactured it in the Mon- 
astery and later at a place near-by called Fourvoirie. These 
monks having been forcibly expelled from France set up their 
factory at a place in Spain, where they continued to manufacture 
the liqueur according to their secret process, and continued its sale 
on the market as “Chartreuse.’”’ The French undertook to produce 
at Fourvoirie a liqueur resembling as nearly as they could make it 
the “Chartreuse” of the monks, and they placed their product on 
the market under the old name. A suit was brought in the Southern 
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District of New York to restrain the use of the name by injunction. 
The Circuit Judge held that the word “Chartreuse” was a valid 
trade-mark and was infringed, and awarded an injunction. (156 
Fed. 1019.) On appeal to this court Judge Coxe writing for this 
court said: 

“Its [‘Chartreuse’] primary meaning was undoubtedly geographical, 
but it acquired afterwards a secondary meaning, so that a purchaser 
prior to 1901 ordering a case of ‘Chartreuse’ would expect to receive 
liqueur made by monks at the French monastery.” 

We sustained the right to the injunction. In the Supreme 
Court it was insisted that the judgment was erroneous in holding 
that the word “Chartreuse” constituted a valid trade-mark. It 
was argued that “Chartreuse” is a regional name; that the char- 
acteristic qualities of the liqueur were due to certain local advan- 
tages by reason of the herbs found and cultivated within the district 
described; that even as used in connection with the Monks’ liqueur 
it was still a description of place; and hence, that at most, so far 
as this word is concerned, the question could be one only of unfair 
competition. In an opinion written by Mr. Justice Hughes it was 
declared that the validity of the argument could not be admitted. 
He said: 


“It is not necessary for us to determine the origin of the name of the 
Order and its chief Monastery. If it be assumed that the Monks took 
their name from the region in France in which they settled in the Eleventh 
Century, it still remains true that it became peculiarly their designation. 
And the word ‘Chartreuse’ as applied to the liqueur which for generations 
they made and sold cannot be regarded in a proper sense as a geographical 
name. It had exclusive reference to the fact that it was the liqueur made 
by the Carthusian Monks at their Monastery. So far as it embraced the 
notion of place, the description was not of a district, but of the Monastery 
of the Order—the abode of the Monks—and the term in its entirety pointed 
to production by the Monks.” 


In Hamilton-Brown Shoe Company v. Wolf Brothers Co., 240 
U. S. 151 [6 T. M. Rep. 169] (1916), an injunction was sought to 
restrain infringement of an alleged trade-mark for shoes consisting 
of the words “The American Girl,” by the use of the words “Ameri- 
ean Lady.” The Circuit Court of Appeals in the Eighth Circuit 
held that the term “The American Girl’ used to designate women’s 
shoes was a geographical and descriptive, rather than an arbitrary 
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and fanciful name, and was not the subject of a valid trade-mark. 
But it ordered an injunction to issue on the ground of unfair com- 
petition. (165 Fed. 413.) The Supreme Court declared that it 
did not regard the words “The American Girl’’ as used by the com- 
plainant in connection with the manufacture of shoes as being a 
geographical or descriptive term, the Court saying: 

“It does not signify that the shoes are manufactured in America, or 
intended to be sold or used in America, nor does it indicate the quality or 
characteristics of the shoes. Indeed, it does not, in its primary signification, 
indicate shoes at all. It is a fanciful designation, arbitrarily selected by 
complainant’s predecessors to designate shoes of their manufacture.” 

It held that the trade-mark was good and infringed, and that 
the injunction should issue on that ground and not on the ground of 
unfair competition. The Chief Justice and Mr. Justice Van De- 
vanter dissented on the ground that the term was geographical and 
descriptive and not subject to exclusive appropriation as a trade- 
mark. 

We shall not attempt an examination of all the cases decided 
in which the validity of geographical terms used as trade-marks 
have been considered, but shall refer to some of them. 

In Coffman v. Castner, 87 Fed. 457, the Circuit Court of Ap- 
peals in the Fourth Circuit said: 

“A geographical name cannot be appropriated to the exclusive use of 
any person or company as a trade-mark.” 

In Genesee Salt Co. v. Burnap, 73 Fed. 818, the Circuit Court 
of Appeals in the Sixth Circuit said: 


“The name ‘Genesee,’ when used in connection with complainant’s salt, 
obviously refers to the place of its production. The complainant could, 
therefore, assert no trade-mark property in it.” 

In Illinois Watch Case Co. v. Elgin National Watch Co., 94 
Fed. 667, the Circuit Court of Appeals for the Seventh Circuit said: 

“It is not now a question that no one can acquire an exclusive right 
to the use of geographical names as trade-marks.” 

In Allen B. Wrisley Company v. Iowa Soap Company, 122 
Fed. 796, the Circuit Court of Appeals for the Eighth Circuit de 
clared that— 
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“geographical terms and words in common use to designate a locality, a 
country or a section of a country cannot be monopolized as trade-marks.” 
And the same court had previously made the same statement in 
Shaver v. Heller & Merz Co., 108 Fed. 821, 831. 
In La République Frangaise v. Saratoga Vichy Springs Co., 
107 Fed. 459 (1901), this court said: 


“It is true that a mere geographical name, without attending facts 
which have caused the name to become significant of a particular manu- 
facture and to identify the manufacture as the product of a particular 
person, is not the subject of a trade-mark. * * * * The distinction, 
however, between mere names of a locality and the secondary signification 
of names which identify an article with its manufacturer or producer, and 
which tell the public that an article so produced is of singular excellence, 
with the result that the use of the name by a non-resident producer is unfair 
to the competitor and fraudulent to the public, has been long recognized.” 

In other words, if a geographical term acquires a secondary 
meaning, there may be a remedy under the doctrine of unfair com- 
petition. 

In Siegert v. Gandolfi, 149 Fed. 100, this court held that the 
complainants could not obtain a monopoly in the use of a geograph- 
ical word as a trade-mark. An injunction was issued, but it went 
on the ground of unfair competition. 

In Wertheimer v. Batcheller Importing Co., 185 Fed. 850 
[1 T. M. Rep. 114] (1911), Judge Lacombe, sitting in the Circuit 
Court for the Southern District of New York, granted a preliminary 
injunction preventing the defendant from calling its product 
“Poudre de Riz de Java,” which words constituted the complainant’s 
trade-mark. The court said: 


“The phrase ‘Poudre de Riz de Java’ is apparentiy no more a state- 
ment that the rice used in it was grown on the Island of Java than the 
use of the phrase ‘Eau de Cologne’ imports that the liquid perfume thus 
designated was made at Kéln am Rheim.” 

The phrase had acquired a secondary meaning. And the case 
may have been decided under the principle of unfair competition. 
In Stein & Co. v. Liberty Garter Mfg. Co., 198 Fed. 959 [2 T. M. 
Rep. 494] (1912), the same Judge, sitting in the District Court, 
granted a preliminary injunction against the use of the word 
“French” as applied to garters, and in doing so declared that the 
complainant had “shown its ownership in a valid trade-mark in the 
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word ‘Paris’ as applied to garters.” But as the circumstances are 
not fully disclosed the exact signification of the decision is not clearly 
understood. 

In 1846, Taylor v. Carpenter, 3 Story 458, the plaintiffs were 
manufacturers in Leicester, England, of “Taylor’s Persian Thread” 
and had established agencies in New York, Boston, and other places 
in this country, for the sale of their threads. They complained 
that the defendant imitated their names, trade-marks and labels 
and asked for an injunction. Judge Story granted the injunction, 
saying, “I have not the slightest doubt, in the present case, that a 
perpetual injunction ought to be granted.’’ Nothing was said either 
upon the argument or in the opinion as to the use of a geographical 
term as a trade-mark. The case appears to have been one of un- 
fair competition, although the exact ground upon which it was de- 
cided is not disclosed. 

In 1844 the same parties had been before Chancellor Walworth 
in New York, and he granted an injunction, but did not discuss the 
question whether a geographical name could be used as a trade- 
mark. (Taylor v. Carpenter, 11 Paige 292.) The case was 
carried to the Court for the Correction of Errors (2 Sandford’s Ch. 
604), where it was affirmed, but without discussion as to the 
validity of a trade-mark consisting of a geographical name. 

In Walter Baker & Co. v. Baker, 77 Fed. 181, the words 
“German Sweet Chocolate” were held to be a valid trade-mark 
and infringed by the words “Germania Sweet Chocolate.” The 
case was decided by a judge sitting in the Circuit Court for the 
Western District of Virginia. The objection was made that the 
word “German,” the name of the individual manufacturer, was also 
a geographical name, but the court disregarded the objection saying: 
“It is the name of an individual, adopted as an arbitrary or fancy 
name.” 

In Wolfe v. Goulard, 18 How, Pr. (N. Y.) 64, “Schiedam 
Schnapps” was held not to be a good trade-mark, “Schiedam” being 
the name of a town in Holland, and “Schnapps” being adopted from 
the German language, meaning a dram. The plaintiff used the 
words to designate the liquor which he sold. 
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In Lea v. Wolf, 13 Abbott’s Pr. N.S. (N. Y.), it was held that 

“Worcestershire Sauce,” Worchestershire being the name of the 
place where the plaintiff had carried on the business for 30 years, 
was not a valid trade-mark, and Ingraham, P. J., said that “the whole 
course of authority on this subject is uniform against the right of 
any party to obtain a trade-mark by such words.” ‘The injunction 
was denied. On appeal to the General Term of the Supreme Court 
the injunction was ordered, the court saying that— 
“where words, and the allocation of words, have, by long use, become known 
as designating the article of a particular manufacturer, he acquires a right 
to them, as a trade-mark, which competing dealers cannot fraudulently 
invade.” (Abbott’s Pr. N. S. [N. Y.] vol. 15, p. 3.) 

In Newman v. Alford, 51 N. Y. 189 (1872), the right of the 
plaintiff to use the word “Akron” as a trade-mark in connection 
with the production and sale of cement was before the court. It 
was held that as against the defendants the plaintiff had the right 
to the exclusive use of the word. The court thought that it was 
unnecessary to show that the plaintiff had the exclusive right to the 
word. That it was enough if he had an exclusive right as against 
the defendant. The case is usually understood to have been de- 
cided on the principle of unfair competition. 

In Kayser & Co. v. The Italian Silk Underwear Co., 160 App. 
Div. (N. Y.) 607 [4 T. M. Rep. 58] (1914), an injunction issued 
to protect the trade-mark “Italian’’ as applied to silk underwear, 
the court holding that the word had acquired a secondary meaning. 
Neither plaintiff nor defendant used any Italian silk in the manu- 
facture of the underwear. The case was decided as one of unfair 
competition. 

In Phoenix Cheese Co. v. Kirp, 176 App. Div. (N. Y.) 735 
[7 T. M. Rep. 460] (1917), the court issued an injunction to pro- 
tect the name “Philadelphia Cream Cheese,’ and the defendants 
were restrained from using the words “Pennsylvania Cream Cheese.” 

The court thought the name had acquired a secondary mean- 
ing, and the injunction went on the ground of unfair competition. 

The objection to the use of a geographical name as a trade-mark 
is two fold: 
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1. It does not indicate the origin, manufacture, or ownership 
of the goods. 

2. There can be no exclusive right to make use of it, as any 
other manufacturer or trader from the same country or section of 
the country has an equal right to use it. 

Thus in the English Court of Chancery Vice-Chancellor Wood 
declared that if the first importer of wine from Burgundy called it 
“Burgundy,” he could not prevent anybody else from calling a wine 
produced in Burgundy by the name of the place from which it was 
imported, although he had stamped “Burgundy” on his corks for 
20 years. (McAndrew v. Bassett, 4 De G. J. & S. 380.) This 
rests upon the principle that no person has the right to the exclu- 
sive use of a mark which is of such a character that others may 
employ it with equal truth. It was for that reason that the word 
“Lackawanna” as applied to coal was not a good trade-mark, for 
any one whose coal came from “The Lackawanna Valley’ could 
truthfully designate and sell his coal as “Lackawanna Coal.” 

That there may be exceptions to the rule that a geographical 
word cannot be a valid trade-mark is conceded. If one should own 
the only coal mine situated in a place and should give his coal the 
name of that place, there is no reason why the name should not be 
recognized as a valid trade-mark. (Newman v. Alford, 51 N. Y. 
189, 193.) Upon that principle was decided Congress & Empire 
Spring Co. v. High Rock Congress Spring Co., 45 N. Y. 291, as 
the plaintiff owned the sole place where the water was found, so 
that none other could use the trade-mark with truth. And this 
doctrine was recently recognized in Manitou Springs Mineral Water 
Co. v. Schueler, 239 Fed. 593 [7 T. M. Rep. 405] (1917). 

The courts, too, have sometimes justified a purely arbitrary use 
of a geographical name where such use could not possibly mislead 
or deceive any one. Thus in Fleischman v. Shuckmann, 62 How. 
Pr. (1881), Judge VanVorst sitting in the Supreme Court of New 
York, Special Term, held that a manufacturer of bread in New 
York City had clearly a right to call it by way of distinction 
“Vienna bread,” and an injunction was ordered restraining the 
defendant from applying the word “Vienna” to baked articles. 
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The argument was advanced by the defendant that the plaintiff 
could have no exclusive right to the use of the name of the capital 
of Austria as a trade-mark. But the court rejected it, saying that 
as a mark for bread it was purely arbitrary and in no manner 
descriptive either of the ingredients or quality of the article. No 
deception was practiced by its use, “because the place of its manu- 
facture is given and it is known that bread cannot be imported 
from abroad for use here.”’ In the course of his opinion Judge 
VanVorst said: 


“I presume that a baker in Paris or Vienna could manufacture bread 
there and introduce it under the name of ‘New York bread’ and use it 
arbitrarily and be protected under the laws of their country, if he was first 
to apply ‘New York’ in such connection.” 

And where a dentist in St. Louis placed over his office the words 
“New York Dental Rooms,” the court held that he had a proprietary 
right in the title ““New York,” as no one would understand that the 
business was done in the city or state bearing the name used, or 
that either of those geographical divisions was in any way connected 
with it. (Sanders v. Utt, 16 Mo. App. 322.) But the use of the 
name “Scandinavia” in connection with either the manufacture or 
the sale of belting does not come within either of these two excep- 
tions. 

That geographical names, primarily indicative of place, often 
acquire a secondary signification indicative of the name of the manu- 
facturer or seller, and the excellence of the thing manufactured or 
sold, and which enables the manufacturer or seller to assert an 
exclusive right, is familiar learning, supported by a long line of 
decisions. And that the trade-mark herein involved has acquired 
such a secondary meaning cannot be disputed upon this record. But 
the fact that the geographical term has come to have a secondary 
meaning does not, in the opinion of the court, constitute it a valid 
trade-mark at common law. The writer understands the law to be 
that geographical names do not constitute a valid trade-mark at 
common law, unless they have been selected, used, and appro- 
priated under such special circumstances as to point distinctively 
to origin or ownership. In Baglin v. Cusenier Co., supra, the trade- 
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mark “Chartreuse” was not merely a regional name, but it was 
peculiarly the designation of the Monks (221 U. S. 592 [1 T. M. 
Rep. 153]), and the term pointed to the liqueur manufactured by 
the Monks. This led the court to say that the term as applied to 
the liqueur could not be regarded in a proper sense as geographical. 
We may observe in passing that the court in its opinion, written by 
Mr. Justice Hughes, mentions the fact that it was insisted at the 
argument that the word did not constitute a valid trade-mark, so 
that at the most the question could be one only of unfair competi- 
tion. The court did not say that such a conclusion would not 
follow from such a premise, but denied the premise. If it had 
denied the conclusion, the claim that a geographical term becomes a 
valid technical trade-mark at common law when it acquires a second- 
ary meaning indicating origin or ownership would have become the 
established law so far as the Federal courts are concerned; but we 
are unable to find any such doctrine enunciated in any decision 
that Court has made. In the absence of any such authoritative 
statement the court holds that the geographical term “Scandinavia”’ 
is an invalid trade-mark at common law, as indicating the notion 
of place and not that of origin and ownership. And see Manitou 
Springs Mineral Water Co. v. Schueler, 289 Fed. 593, 601 [7 T. M. 
Rep. 405, 414}. 

The question then arises whether we must regard “‘Scandinavia”’ 
as a geographical term, or whether we are at liberty to regard it as 
having been applied in an arbitrary or fanciful sense, and on that 
ground sustained as a valid trade-mark. For a word in common 
use, but applied in an arbitrary or fanciful sense, may be a good 
trade-mark. But in 1887, in a case in England before the Court of 
Appeal, where the question was whether the name of a place, 
“Melrose,” could be registered as a trade-mark, Cotton, L. J., said: 


“We were asked by the Attorney General * * * to hold that no geo- 
graphical expression can come within the description in Sec. 64 * * * as a 
‘fancy word or words not in common use.’ In my opinion that would be 
wrong. I do not think one could say that no geographical term could pos- 
sibly be a ‘fancy word or words’ as applied to a particular article.” 


He declared that to be a fancy word the word must be one 
“which obviously cannot have reference to any description or desig- 
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nation of where the article is made or of what character it is.’ And 
that it is not enough that it should be shown by evidence that it, in 
fact, has no such reference, and the incorrect or inappropriate user 
of a word which is descriptive does not make it a fancy word. 


“We ought not to consider,” he said, “what the result is when that evi- 
dence is given, but we ought to consider whether, from the name, and from 
the description of the article to which it is applied, it is obvious, that is to 
say, whether any ordinary person would understand, that the name could 
not be intended to designate the place where this was produced.” (Jn re 
VanDuzer’s Trade-Mark, L. R. 34 C. D. 623.) 

We think in accordance with the views above expressed that 
we are not at liberty to regard the term “Scandinavia” as having 
been used in a fanciful sense, even though it should appear from 
the evidence that the word was not adopted to signify the place of 
manufacture, or the place from which the materials were brought, or 
any process of manufacture peculiar to Scandinavian countries. 

It appears, however, that the plaintiff registered the trade- 
mark under the Act of Congress of February 20, 1905 (U. S. Comp. 
Stat. Ann. [1916], vol. 9, p. 10645). That Act does not prescribe 
what may be valid trade-marks, but simply permits the registration 
of trade-marks, and such registration in no way validates a trade- 
mark which was not previously valid, subject to an exception in 
what is known as the “Ten Year Clause,” which will be considered 
later. The Act provides that “the owner of a trade-mark used in 
commerce with foreign nations, or among the several States, or with 
Indian tribes’”’ may obtain registration for such trade-mark by com- 
plying with the requirements of the Act, provided such owner is 
domiciled in the United States or resides in a foreign country which 
affords similar privileges to the citizens of the United States. And 
before considering the effect of this registration we may remark in 
passing that the use of the word “Scandinavia” as a trade-mark for 
the particular species of belting manufactured in England by the 
plaintiff’s predecessors did not preclude the protection of the trade- 
mark in the courts of this country, in so far as the goods to which 
it applied were sold here. In Kidd v. Johnson, 100 U. S. 617, 
619, the court declared that the right to use a trade-mark extends 
everywhere. And in Hanover Milling Co. v. Metcalf, 240 U. S. 
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403, 416 [6 T. M. Rep. 149, 159], this doctrine is explained and 
qualified, and the court cites with approval the following statement 
made by the court below (208 Fed. 519 [3 T. M. Rep. 529]): 


“Since it is the trade, and not the mark, that is to be protected, a trade- 
mark acknowledges no territorial boundaries of municipalities or states or 
nations, but extends to every market where the trader’s goods have become 
known and identified by his use of the mark. But the mark, of itself, can- 
not travel to markets where there is no article to wear the badge and no 
trader to offer the article.” 

There is, of course, no question but that the English owner of 
the trade-mark, if it had not assigned its rights to use it in this 
country to the complainant, might have registered the trade-mark 
under the Act of Congress, as it had made exclusive use of it in 
England for almost forty years. But the question is whether the 
plaintiff was entitled to register it in its own name as owner. The 
defendant asserts that it had no such right and that it has per- 
petrated a fraud in that it represented that it was the owner and 
failed to disclose its relations with the Scandinavia Co., Ltd., of 
England, which was in fact the owner. The questions now to be 
considered, therefore, are whether the plaintiff was entitled to 
register the trade-mark, and if it was, what is the effect of the 
registration upon the plaintiff's rights. 

The plaintiff and the owners of the trade-mark in England 
entered into an agreement on May 24, 1904, in which the latter 
company agreed to sell its belting to the plaintiff at prices which 
were to be determined from time to time and to no other party in 
the United States for a period of ten years. That agreement said 
nothing as to the trade-mark. A second agreement was entered 
into between the same parties in May, 1907. The second agree- 
ment expressly cancels that contract of May 24, 1904, and provides 
that the English company— 


“covenants and agrees not to sell, rent or consign its belting to any party, 
person, firm or corporation other than said second party [the plaintiff 
herein], for use, rental, sale or resale in the United States of America.” 


It also contains a covenant which reads: 


“5. Said first party [the English Company] further covenants and 
agrees that said second party shall have the exclusive use in said United 
States of America of any and all trade-marks and [or] trade-names con- 
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nected with its belting or used by said first party in the marketing of the 
same.” 

And it provided that the agreement should cease and terminate 
on May 24, 1934. This agreement made in effect the plaintiff the 
exclusive agent of the English company for the sale of its goods in 
the United States, and it gave the plaintiff the exclusive use of 
its trade-mark in this country until 1934. So that the question is 
whether this made the plaintiff the “owner” of the trade-mark for 
registration purposes under the statute. In Sazlehner v. Eisner 
and Mendelson Co., 179 U. S. 19, Saxlehner, a resident of Hungary, 
had agreed with the Apollinaris Company of London that the latter 
should have the exclusive right to sell Hunyadi water in Great 
Britain and the United States, and the court thought that the agree- 
ment did not constitute the company Saxlehner’s agent, and that 
the company had no power to bind Saxlehner by its conduct or its 
admissions as respects his trade-mark. But the agreement between 
the Apollinaris Company and Saxlehner differed essentially from 
the agreement in the case under consideration. In that case no 
agreement was made as to the trade-mark, and the company re- 
served the right to cancel the contract upon notice. In this case 
the right to the exclusive use of the trade-mark in the United States 
is expressly granted, and no right to cancel the contract existed in 
either party. And in the bill of complaint in this case it is alleged 
that the plaintiff was the agent for the English company for the 
sale of its goods in the United States and the agency is conceded. 
In Sazlehner v. Eisner and Mendelson Company, supra, the plain- 
tiff himself registered his trade-mark in this country, as unques- 
tionably he had a right to do. That the English company had the 
right in this case to transfer for a period of years to the plaintiff 
whatever right in its trade-mark it possessed, and that the plaintiff 
could protect its right is clear. (Estes v. Williams, 21 Fed. 189.) 

The word “‘owner’’ varies in its significance according to con- 
text and subject-matter and when found in statutes is “given the 
widest variety of construction.” (Peterson v. Johnson, 132 Wis- 
consin, 280, 282.) In American Woolen Company v. Town of 
North Smithfield, 29 R. I. 98, 94, the court comments on “the 
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versatility of the word to suit the circumstances in which it is used,” 
and declares that the word is not “a technical term, but one of wide 
application in various connections.” In Carter v. Bolster, 122 Mo. 
App. 135, 141, the court says: 

“The word ‘property, as well as ‘owner,’ may be used to convey a 
meaning sometimes broad and sometimes quite restricted. In its general 
and commonly accepted sense, ownership and property would necessarily 
imply the power of sale—jus disponendi. Doubtless it may and is fre- 
quently used in a more restricted sense.” 

It is an established rule governing the construction of statutes 
that they are to have a rational and sensible interpretation. The 
object which the legislative body sought to attain and the evil which 
it endeavored to remedy may always be considered to ascertain its 
intention and to interpret its act. (United States v. Ninety-Nine 
Diamonds, 189 U. S. 961.) And in Maxwell on The Interpreta- 
tion of Statutes, 4th ed., p. 101, the rule is laid down that— 


“Even where the usual meaning of the language falls short of the whole 
object of the legislature, a more extended meaning may be attributed to it, 
if fairly susceptible of it.” 

The exact meaning of the term “owner” as used in the statute 
under consideration does not appear to have been determined. In 
Gretsch Mfg. Co. v. Schoening, 6 T. M. Rep. 224 (S. D. N. Y. 
1916), Mueller in Germany gave Schoening in the United States the 
exclusive agency to import and sell the violin strings made in 
Germany by Mueller and identified by his trade-mark, “Eternelle.” 
Schoening registered the mark in the United States under the Act 
of 1905, relying upon his agency agreement. The District Judge 
(Judge Hough) held the registration valid, stating that he perceived 
no objection to Schoening’s registering Mueller’s trade-mark, as 
long as Mueller gave to him a monopoly of his (Mueller’s) business 
in America. He said: 

“The very object of the contract between Schoening and Mueller was 
to carve out of Mueller’s business a portion thereof and confer it upon 
Schoening, and it seems to me to necessarily follow from that business 
arrangement between these two men that when Schoening had the business 
he had the right to protect it pursuant to the Act of 1905.” 

The lower court entered an order granting a preliminary in- 
junction requiring Schoening to withdraw his notice of ownership 
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of the trade-mark “Eternelle,” filed with the Department of the 
Treasury, so far as it applied to violin strings manufactured under 
that name by Mueller in Germany. That case was brought into this 
court on appeal. In affirming that order this court, speaking 
through Judge Ward, said: 

“We assume that Schoening has a valid trade-mark, even if he does not 
manufacture the strings.” 

Counsel for plaintiff in the case now under consideration under- 
stands from the statement above quoted that this court decided that 
Schoening had the right to register his trade-mark. In this he is 
mistaken. For the order entered below was right, whether Schoe- 
ning’s registration was valid or invalid, and all that was meant was 
that, conceding for the purposes of the argument that his trade- 
mark was valid, the injunction was, nevertheless, properly ordered 
to issue against him. But in the case now before us this court holds 
that one who has the exclusive right to use a trade-mark in the 
United States has such a special ownership therein as entitles him 
to its registration during the period of his exclusive use. Owner- 
ship is the right by which a thing belongs to some one in particular 
to the exclusion of all others. And the right to the exclusive use of 
this trade-mark in this country was in this plaintiff for a period of 
27 years, or 7 years beyond the registration period fixed by the 
statute. To say that the relation which existed between the English 
and the American company was that of agency does not help the 
defendant, for if it be conceded that the relation is that of agency, 
it must also be conceded that it is an agency coupled with an in- 
terest, and the right to the exclusive use is one which cannot be 
withdrawn, and an interest sufficient to prevent revocation is suff- 
cient to make the plaintiff such a special “owner” of the trade-mark 
as entitled it to register the same under the provisions of the Act. 
To hold that one who has the exclusive right to use a trade-mark 
has no right to have it registered under the Act would be, in our 
opinion, subversive of the policy and intent of the statute. 

If A, the owner of an English trade-mark, assigns the exclusive 
use of it in the United States for a period of years to B, and C in- 
fringes, the party damaged is B, and he is the party entitled to 
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sue for and to recover the damages, and not A. And we are not 
prepared to hold that Congress did not intend to give B the right 
to protect his trade-mark by registration under the Act, unless we 
are compelled to that conclusion by the wording of the statute. 
And, as we read the statute, we think it was intended that one who 
has the exclusive use of a trade-mark in this country is the “owner” 
of the trade-mark for the purposes of registration and protection 
thereunder, during the period within which he has such right to 
the exclusive use. 

It is not necessary to say, and we express no opinion upon the 

question, whether the English owner of the trade-mark could, if it 
had elected to do so, have registered this trade-mark at any time 
during the period within which the right to the exclusive use was 
in another. But we may call attention to the fact that if the English 
owner should make application to register the trade-mark at any 
time after it had granted the exclusive use to the plaintiff, it would 
be obliged to file, along with its application, a written declaration 
and to verify it, saying— 
“that no other person, firm, corporation, or association, to the best of the 
applicant’s knowledge and belief, has the right to use such trade-mark in 
the United States, either in the identical form or in such near resemblance 
thereto as might be calculatetd to deceive.” (U. S. Compiled Statutes 
[Compact Edition] 1918, p. 1523, sec. 9487.) 

In concluding this particular phase of the subject we may 
observe that the English company, in its assignment to the plaintiff 
of the exclusive right to the use of the trade-mark in this country, 
did not in terms restrict its use to goods manufactured by it in 
England and that in this court it was argued that the plaintiff had 
thereby acquired the right to use the mark on belting obtained by 
it from any source whatever, whether English, French, domestic or 
otherwise. Under the law of both countries a trade-mark is not 
the subject of property except in connection with an existing busi- 
ness. The plaintiff obtained no right in the mark otherwise than 
with reference to its trade. The right to use the mark in this 
country was a right to use it as applied to the goods which the 
plaintiff manufactured or otherwise acquired and sold. The func- 
tion of the trade-mark being to identify either origin or ownership, 
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it may be that the plaintiff acquired a right to use the mark on any 
belting it owned, from whatever source obtained. That question 
is not here and is not decided. If the plaintiff did acquire that 
right, it would afford a conclusive reason for holding that the plain- 
tiff had such ownership of the trade-mark in the United States as 
entitled it to its registry. 

We come next to consider the effect the registration of the 
trade-mark has upon the plaintiff’s rights. The Act contains in 
section five an important provision, which reads as follows: 


“And provided further, that nothing herein shall prevent the registration 
of any mark used by the applicant or his predecessors, or by those from 
whom title to the mark is derived, in commerce with foreign nations and 
among the several States, or with Indian tribes, which was in actual and 
exclusive use as a trade-mark of the applicant or his predecessors from 
whom he derived title for ten years next preceding the passage of this Act.” 

If, therefore, the plaintiff has shown an actual and exclusive 
use of this word, for ten years next preceding the passage of the 
Act, by itself or its predecessors from whom it derived title, the 
above provision would entitle it to the protection of the word 
“Scandinavia” as a trade-mark, without regard to whether it is or 
not a “merely geographical” term. The purpose of the above pro- 
viso, as this court declared in Thaddeus Davids Company v. Davids, 
178 Fed. 801, was to permit the registration of marks not amount- 
ing to technical trade-marks, where they had been exclusively used 
as such for more than ten years prior to the passage of the Act 
and in which the user had thereby acquired property rights. The 
case was affirmed upon that point in 233 U. S. 461. (See to the 
same effect Manitou Springs Mineral Water Company v. Schueler, 
239 Fed. 593 [7 T. M. Rep. 405]; Merriam Company v. Syndicate 
Publishing Company, 237 U. S. 618 [5 T. M. Rep. 261] ; Coca-Cola 
Co. v. Nashville Syrup Co., 200 Fed. 153 [8 T. M. Rep. 28]; 
s. c. 200 Id. 157 [2 T. M. Rep. 818]). The testimony shows that 
the word “Scandinavia” has been used in this country as a trade- 
mark upon belting manufactured in England for the plaintiff and 
its predecessors and sold here under that name since 1892, or for 
thirteen years prior to the passage of the Act, and that the sale 
under that name has been continuous in this country ever since by 
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the plaintiff and its predecessors in title. Paragraph V of the bill 
of complaint avers that in January, 1892, Beach and Company ob- 
tained from the English company “the exclusive agency for the im- 
portation and sale” in the United States of the belting manufactured 
by it, and that it continued “importing and selling such goods under 
the trade-mark ‘Scandinavia’ until in or about September, 1899.” 
Paragraph VI avers that in September, 1899, the Beach & Treiber 
Company “succeeded to the business, good will and trade-mark 
rights of said Beech and Company in the importation and sale of 
said Scandinavia belting,’ and that it continuously carried the 
business on until May 18, 1904. And paragraph VII avers that 
the plaintiff “‘succeeded to the business, good will and trade-mark 
rights of the said Beach and Treiber Company pertaining to the im- 
portation and sale of the said belting.’’ And there appears in the 
record a stipulation, signed by counsel for both parties to this suit, 
that the above averments may be received with the same force and 
effect as though proven by competent evidence. We are therefore 
to proceed upon the assumption that competent evidence shows that 
from 1892 to 1904 the plaintiff's predecessors made use of the word 
“Scandinavia” as a trade-mark and that the plaintiff then succeeded 
to their rights in the use of that word. In what manner the plaintiff 
succeeded to their rights the paragraphs of the bill agreed to in the 
stipulation do not disclose, and with that we are not now concerned. 

The question, then, becomes important, whether this use of the 
word “Scandinavia” in the United States as a trade-mark for the 
ten years prior to the passage of the Act was an exclusive use. The 
following excerpt from the record gives the testimony of a witness 
who stated that he had been engaged for 34 years in the manufacture 
and sale of cotton belting: 


“Q. What kind of belting have you known for the past thirty-five 
years associated with the name ‘Scandinavia’? A. Only one manufacturer 
used that name. 

“Q. Who is that? A. The Scandinavia Belting Company.” 

And asked how generally “Scandinavian” belting was known 
in the United States he replied that it was known to all users of 


belting. The plaintiff's manager, being asked whether he had ever 
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heard of anyone who prior to the defendant had undertaken to 
dispute his title to the mark ‘“‘Scandinavia,” answered: 

“We only had one case where anybody sold any other belting than 
‘Scandinavia’ under our name (trade-mark), and that was a company in 
Philadelphia by the name of Osgood, Sayen Company.” 

That happened, he said, in 1908. That was three years after 
the passage of the Act, therefore without effect upon the proviso 
giving a right to registration of a trade-mark exclusively used for 
ten years prior to the passage of the Act. When the attention of 
the Osgood, Sayen Company was called to their use of the trade- 
mark, they apologized, said it was a mistake, and discontinued it. 
And it was not until 1915, ten years after the Act was passed, that 
the defendant first put on the market its “Scandinavian” brake 
lining. 

The stipulation admits that since 1892 this belting has been 
imported into the United States by the plaintiff and its predecessors 
under the trade-name of “Scandinavia,” and the record discloses 
that orders for the belting so imported come “from here and from 
there and all over the country.’”’ The defendant has not contended, 
and the record would not support the contention if made, that the 
mark had not been used in commerce with a foreign nation or among 
the several States for the statutory period. We must, therefore, 
hold that as the plaintiff is the “owner” of the trade-mark within 
the meaning of the Registration Act, and as it and its predecessors 
from whom it derived title made actual and exclusive use of the 
word “Scandinavia” as a trade-mark for ten years next preceding 
the passage of the Registration Act, and has been so used in foreign 
commerce as well as in commerce between the States, and the word 
has been registered under the Act, it is entitled to protection there- 
under as a valid trade-mark, without regard to whether it was or not 
valid at the common law, and prior to its registration. 

If we are mistaken in holding that the plaintiff had the right 
to register the trade-mark as “owner,” there is not the slightest 
ground, in the opinion of the court, for charging the plaintiff with 
an attempt to defraud the United States or the public because it 
represented itself as the owner of the trade-mark. A party who 
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acts upon a mistaken view of the law honestly entertained is not 
guilty of fraud, entitling a party whose own fraud is manifest to 
defraud the other of that to which in all justice he is entitled. To 
attribute such a result from such a cause would lead the law itself 
into disrepute. 

In this connection we should, perhaps, refer to another like 
ground of defense, based on the original adoption of the term 
“Scandinavia.” In Reddaway v. Banham (1896), A. C. 199, 212, 
Lord Herschell said that where the name of a place precedes the 
name of an article sold, it prima facie means that this is its place of 
production or manufacture. The plaintiff’s belting, however, is 
not manufactured and never has been manufactured in any of the 
Scandinavian countries, Iceland, Norway, Sweden or Denmark. It 
is manufactured in England and is there marked with the trade- 
mark “Scandinavia” and shipped to the United States. 

The defendant claims that the plaintiff's trade-mark is deceptive 
and that no protection will be accorded to a trade-mark which in- 
volves a false assertion calculated to deceive the public. It is un- 
doubtedly true that he who comes into equity must come with clean 
hands. In The Leather Cloth Company, Ltd., v. The American 
Leather Cloth Company, Ltd., 10 Jurist (N. S.) 81, Lord Chancellor 
Westbury held that a false statement that goods were made by an 
American firm and in part at a place in America would bar relief. 
And in Manhattan Medicine Co. v. Wood, 108 U. S. 218, the 
Supreme Court declared: 


“A court of equity will extend no aid to sustain a claim to a trade- 
mark of an article which is put forth with a misrepresentation to the public 
as to the manufacturer of the article, and as to the place where it is manu- 
factured, both of which particulars were originally circumstances to guide 
the purchaser of the medicine.” 

But if a trade-mark is to be invalidated for fraud beeause of 
misrepresentation, the representation should have been made with a 
fraudulent intent, or it should at least appear that some one has been 
defrauded or is likely to be defrauded. We fail to discover any 
evidence to that effect in this record. In adopting the word “Scan- 
dinavia”’ there was no ulterior purpose to be served, and the parties 


were innocent of all wrong doing. It does not appear that the 
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original use of the term added anything whatever to the value of 
the belting sold under that mark. There is nothing in the record 
which shows that belting of any sort was even manufactured in 
any Scandinavian country, or of its having any reputation of par- 
ticular excellence. The use of the term seems originally to have 
been due to a fanciful or sentimental reason. The history of the 
trade-mark is that the inventor of the belting which the plaintiff 
sells as “Scandinavia Belting’ was one William Felton, a Scotch- 
man, who lived and worked for some years in Sweden. He no 
doubt was actuated by an honorable purpose in adopting his trade- 
mark when he commenced the manufacture of the goods in England. 
That he who comes into equity must come with clean hands is, of 
course, true. But it is equally true that a court of chancery is 
open to redress the wrongs of any one who has not himself been 
guilty of wilful misconduct in regard to the matter in litigation, and 
no wilful misconduct is shown on the part of the plaintiff’s pred- 
ecessors in title, or on the part of the plaintiff, in the original 
adoption or subsequent use of the trade-mark. 

The defendant claims that the mark “Scandinavia,” having 
been used in England on belting made by the English manufac- 
turers under a British patent to Cobbett, a predecessor of the Scan- 
dinavia Company, Ltd., was descriptively used by the patentee and 
is now publici juris and became so at the expiration of that patent 
in 1892. The argument seems to be that because the English com- 
pany owned a patent which supposedly covered its belting and 
sold such belting under the mark “Scandinavia,” ipso facto, all 
rights in such mark ceased when the patent expired and that the 
mark has ever since been open to the public under the doctrine an- 
nounced in Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 199. 
The doctrine was there stated as follows: 

“The result, then, of the American, the English and the French doctrine 
universally upheld is this, that where, during the life of a monopoly created 
by a patent, a name, whether it be arbitrary or be that of the inventor, has 
become, by his consent, either express or tacit, the identifying and generic 


name of the thing patented, this name passes to the public with the cessa- 
tion of the monopoly which the patent created.” 
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The doctrine was followed in Merriam Company v. Syndicate 
Publishing Company, supra. ‘The doctrine is without application, 
however, to the facts of the present case. In the Singer case the 
patents gave to the Singer Manufacturing Company a substantial 
monopoly, and the word “Singer” had been adopted by the Com- 
pany as designative of their distinctive style of machines, rather 
than solely indicating the origin of manufucture. So that the word 
“Singer” came to indicate the class and type of machines that that 
company made and constituted their generic description. And the 
court held that on the expiration of the patent the right to make 
the patented article and to use the generic name passed to the public. 
The underlying reason upon which the decision rested was the pre- 
vention of a perpetuation of the monopoly. Where there has been 
no patent monopoly the doctrine does not apply. And in the case 
at bar there was never any monopoly in the manufacture of the 
plaintiff's belting. The testimony is that the term “Scandinavia” 
was not used to indicate a particular weave. There is no proof 
that the mark was ever used descriptively so as to become a generic 
or identifying name of the goods. And the evidence shows that 
both in England and in the United States others were making the 
same goods and selling them under various trade-marks during the 
life of the Cobbett patent and long before that patent was applied 
for. But there is another and conclusive reason why this claim 
that the name “Scandinavia” became open to the public on the ex- 
piration of the patent is of no avail to the defendant. For if it 
were to be conceded that the doctrine of the Singer case originally 
applied, the evidence shows that the public did not avail itself of 
the right, and that now because of the registration of the trade- 
mark under the Ten Year Clause it is not at liberty to violate the 
plaintiff’s exclusive right. 

The defendant is charged with unfair competition. The law of 
unfair competition is broader than is the common law or the statute 
law of trade-marks, so that one may be entitled to relief on the 
ground of unfair competition who is denied relief under the law of 
trade-marks, and that is what happened in the court below. That 
court granted the plaintiff an injunction, although it held its trade- 
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mark void, because the Judge concluded the charge of unfair com- 
petition was sustained by the evidence. In view of the fact that 
this court holds the registered trade-mark valid, little need be said 
as to the unfair competition, although if the court had not sustained 
the validity of the registered trade-mark, we should have found no 
difficulty in affirming that portion of the decree dealing with the 
question of unfair competition. The charge is that the defendant 
sells in interstate commerce, and under the name “Scandinavian, ’ 
belting which is identical in appearance with that which the plain- 
tiff sells under the name “Scandinavia,” and that in soliciting sales 
and in advertising, selling and billing its goods under the name it 
has adopted it is trading unfairly. The plaintiff's business in its 
“Scandinavia” belting last year is shown to have amounted to about 
$700,000. The treasurer of the company testified that in his 
opinion its trade-mark is worth to the company at least $500,000, 
and that the plaintiff expends something like $200,000 a year for 
the creation and up-keep of the good will that is crystallized in the 
trade-mark. The defendant commenced its business in 1906, and in 
1908 it began selling brake lining similar to the plaintiff's in that 
it was solid woven. This, of course, it was entitled to do, and it 
put its product on the market under the trade-mark “Raybestos.”’ 
In a short time it put on the market a solid woven asbestos brake 
lining like the plaintiff's under the trade-mark of ‘‘Motobestos.”’ 
This also it had a right to do. Then in 1914 it put on the market 
a solid woven brake lining under the name “Scandinavian.” The 
plaintiff had been selling under the name “Scandinavia’”’ its solid 
woven brake lining for Ford cars, and for the cars of other manu- 
facturers, selling to the Ford Automobile Company alone 1,925,000 
feet in 1914. The president of the defendant company testified 
that before he put on the market this “Scandinavian” brake lining 
he recognized that there was a demand in the trade for the plain- 
tiff's “Scandinavia” brake lining and that he adopted the designa- 
tion to sell his brake lining for Ford cars which the plaintiff had 
been furnishing, and that he visited and solicited orders from the 
same trade the plaintiff had supplied. The following excerpt 
from the record is illuminating: 
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“Q. Did anybody ever inquire of you for ‘Scandinavia’ lining before 
you began to use this name? A. Oh, yes; we had numbers of inquiries if 
we could make a brake lining somewhat on the same order as the ‘Scan- 
dinavia’ lining made by the ‘Scandinavia’ Belting Company and we said we 
would try.” 

That the defendant intended to appropriate the plaintiff's trade 
by a fraudulent use of the plaintiff's trade-mark is so clear that no 
one reading the evidence, it seems to us, can doubt it. It adopted 
the trade-mark “Scandinavian” for no other purpose than to obtain 
an unfair and fraudulent share of the plaintiff's business, knowing 
that its use of the trade-mark would mislead the public into the 
belief that in purchasing the “Scandinavian” product it was obtain- 
ing the “Scandinavia” brake lining of the plaintiff. It copied the 
plaintiff's goods. This, as we have said, it had a right to do. But 
when it copied the plaintiff's trade-mark, simply changing a sub- 
stantive into an adjective, it failed to take into account the powers 
of a court of equity whose highest office it has always been to thwart 
fraud and to compel the fruits of fraud to be restored to the party 
defrauded. That the trade-mark is infringed goes without saying. 

But the objection had been made that the record does not dis- 
close any loss of sales to the plaintiff or that any one has been 
actually deceived by what the defendant has done. The objection 
is without merit. It is without merit because if the plaintiff had 
used a trade-mark to distinguish its goods neither the defendant 
nor anybody else has a right to use that mark upon the goods which 
he sells. As James, L. J., said in Singer Manufacturing Company, 
2 Ch. Div. (L. R. 1875-76) 434, although as between the first vendor 
and the purchaser there may be no fraud, the mark is capable of 
being used for the purpose of fraud afterwards. To prevent the 
fraud at once the law does not allow the defendant to put the plain- 
tiff’s mark upon its goods. That is the rule in the case of a trade- 
mark. When it is not the case of a trade-mark then ordinarily 
actual fraud must be shown. But even in unfair competition cases 
the simulation of the well-known and distinctive features of one’s 
goods may be so close that the court will assume an intent to de- 


fraud. This court so declared in Enterprise Mfg. Co. v. Landers, 
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Frary & Clark, 181 Fed. 240. And see Collinsplatt v. Finlayson, 
88 Fed. 693. 

So much of the decree as dismissed the cause of action as to 
the registered trade-mark is reversed with directions to re-instate 
the same and sustain the trade-mark. As thus modified the decree 
is affirmed with costs to plaintiff-appellant of both courts. 


Warp, C. J., concurring: The relation between the English 
company which manufactures the belting and the plaintiff company 
which has the exclusive right to sell it in the United States is de- 
scribed throughout the record as an agency. The proof, however, 
as to the nature of this agency is so vague that I think it worth 
while to say something on the subject. 

If the plaintiff company is merely the exclusive agent of the 
English company to sell its product in this country for its benefit 
upon a fixed commission or for any sum it can get in excess of a 
fixed price, I think the English company is the owner, both of the 
trade-mark and of the business to be protected, and is alone entitled 
to register the trade-mark under the United States statute and to 
sue for infringement of it or for unfair competition in business 
here. On this state of facts, the bill should be dismissed. 

On the other hand, if the plaintiff company purchases the 
English company’s product outright and sells it for its own benefit, 
and is given the exclusive right to do so in this country, together 
with the right to use the trade-mark for that purpose which has 
come to indicate the plaintiff company as the source and origin of 
the goods, then the business to be protected is the plaintiff com- 
pany’s business, and it has the right to register the trade-mark under 
the United States statute and to sue for infringement of it or for 
unfair competition in business here. Because I assume this to be 
the true relation between the English and the plaintiff company, I 
concur in the judgment of the court. 


aes a SR - Erect, 
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CHAPPELLE v. APPLEBAUM 
(254 Fed. Rep. 709) 


United States District Court, Eastern District of New York 


June 4, 1918 


TrapE-MARKS—INFRINGEMENT— IMITATION OF DeEsIGN. 

Where plaintiff had for many years marketed a preparation of 
sandalwood oil contained in bottles of peculiar shape, bearing wrapper, 
seals and label of unusual character, with its registered trade-mark, 
and defendant later offered for sale a preparation of sandalwood oil 
in bottles with label and wrapper which, while differing in certain 
details, caused the package to bear on the whole a striking resemblance 
to that of plaintiff, the court held that defendant had obviously aimed 
to mislead the public and granted a preliminary injunction. 

In equity. Plaintiff moves for preliminary injunction. Motion 


granted. 


Mock & Blum, of New York City, for plaintiff. 
Eadie, Innes & Walser, of New Brighton, N. Y., for defendant. 


Garvin, District Judge: Plaintiff moves to enjoin the de- 
fendant pendente lite from further making, offering, or selling the 
preparation known as “Santal Comp.,’ bottled by the Montauk 
Chemical Company, of Port Richmond, N. Y., or from further mak- 
ing, using, offering, or selling labels, wrappers, or containers used 
for said preparation. 

The moving papers set forth that, for more than 40 years last 
past, plaintiff and his predecessors in title have continuously manu- 
factured and sold throughout the world a preparation known as 
“Santal Midy,” which consists of sandalwood oil in capsules, and 
that this preparation and the trade-mark and labels connected there- 
with have obtained a great and favorable reputation throughout 
the world; that the trade-mark “Santal Midy” has been duly regis- 
tered as a trade-mark by plaintiff's predecessors in the United States 
Patent Office on May 25, 1897, and again on October 17, 1911. 

It further appears that in marketing this preparation Santa] 
Midy ,bottles of peculiar shape and design have been continually 
employed, having a black seal with a yellow design thereon, bearing 
the words ““L. Midy,” attached to the cork of each bottle. Each bottle 
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has a label with a red and black border, having thereon “‘Santal 
Midy”’ in black, with a yellow and white design in the center. This 
design is unusual in character. It consists of a white circle, some- 
thing over an inch in diameter, which contains a white design on 
a yellow ground. This design is described, in the statement which 
accompanied the application for the trade-mark filed in the United 
States Patent Office March 27, 1897, as a rising sun. The design 
also bears a striking resemblance to a full-face representation of an 
Indian chief. Each bottle has a wrapper upon which appears a 
duplicate of the label appearing on the bottle. On each end of the 
wrapper is a black seal, with a similar design thereon, and the 
words “L. Midy.” 

The defendant has caused to be made seals, labels, wrappers, 
and bottles, each of which complainant claims imitate those in use 
by him. The bottle of the defendant as wrapped presents an ap- 
pearance similar to that of the plaintiff. It is true that the black 
and red border on the label and wrapper used by the plaintiff is 
replaced by a border of green; but the general appearance presents 
many points of striking similarity, which satisfies me that the de- 
fendant had attempted to employ them in marketing his wares for 
the purpose of deceiving the public. There is no reason to suppose 
that dealers would be deceived, but, as was remarked by Judge 
Lacombe in National Biscuit Co. v. Baker, et al. (C. C.) 95 Fed. 
135, ““No one expects that they will be.” The article marketed by 
the defendant is likewise a preparation of sandalwood oil, which 
accounts for his attempt to imitate the methods employed by the 
plaintiff in placing his preparation before the public 

The defendant denies that plaintiff has properly pleaded the 
continuous claim of title to the trade-mark in plaintiff and his 
assignors. I am of opinion that this allegation is sufficiently set 
forth in the bill of complaint, although the various assignments 
must be proved at the trial. 

In December, 1914, defendant was using labels on packages 
containing a preparation of Santal Compound which plaintiff claimed 
was an imitation of the registered trade-mark of “Santal Midy.” 
Plaintiff objected, and defendant forthwith discontinued their use. 
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Defendant claims that in his opinion the labels he was using did 
not imitate or infringe upon plaintiff's registered trade-mark of 
“Santal Midy.” Plaintiff claims that, after defendant agreed to 
discontinue the use of the labels, he knew nothing of the acts of de- 
fendant now complained of until about April 1, 1918. 

The defendant also claims that the plaintiff thereupon gave him 
permission to use the labels and seals to which objection is now 
made. This is vigorously denied by the answering affidavit sub- 
mitted in behalf of the plaintiff, and in view of the similarity of the 
labels and seals in question I cannot credit defendant's contention, 
particularly as there was a previous use by the defendant of a de- 
sign to which plaintiff objected as infringing upon his trade-mark, 
which he (defendant) abandoned. 

I am of the opinion that the defendant has endeavored to take 
advantage of a market developed by the plaintiff and his prede- 
cessors, as the result of many years of business activity, and that 
he has, with that end in view, prepared a package which was cal- 
culated to mislead. The design in the center of the label satisfied 
me of this beyond doubt. This design consists of a white circle of 
the same size as that on plaintiff's label, containing a white design 
on a ground of substantially the same color as that used by plaintiff. 
This design is a profile of an Indian chief. The circle, colors, and 
subject-matter could have been selected with no other aim than to 
mislead the public. 

The motion is granted, and an injunction will issue, restrain- 
ing the defendant, until further order of the court, from further 
making, offering for sale, or selling the preparation bottled by the 
Montauk Chemical Company, of Port Richmond, N. Y., in the labels, 
wrappers, or containers now used for said preparation, and from 
further using said labels, wrappers, or containers in any manner 
whatsoever. 
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Hiram Waker & Sons, Limitep, v. Cornine & Co., ET AL. 
(255 Fed. Rep. 129) 


United States District Court, Northern District of Illinois 


September 30, 1918 


Unrairn CompetitioN—Sae or Liquor For ReFitLinc Competitor’s Borries. 

Where plaintiff had built up a large trade in its “Canadian Club 

Whisky,” which was of a distinctive proof, color and flavor and sold 

only in bottles bearing plaintiff's label and trade-mark, and defendant 

later began selling in bulk to wholesalers and jobbers its whisky, called 

“Canadian Type,” which in proof, color and flavor was a duplication of 

plaintiff's, and which, as the evidence showed, defendant marketed with 

the intention that it should be used for refilling plaintiffs bottles, and 

it was in fact so used, defendant was restrained and required to 
account. 


In equity. Decree for complainant. 


Defrees, Buckingham & Eaton, of Chicago, Ill., and Lucking, 
Helfman, Lucking & Hanlon, of Detroit, Mich., for com- 
plainant. 

Herbert J. Friedman, Isaac H. Mayer, and Robert H. Parkin- 
son, all of Chicago, Ill., for defendants. 


Baker, Circuit Judge: Infringement of trade-mark, simula- 
tion of labels, and direct fraud in refilling plaintiff's emptied bottles 
with Corning & Co.’s imitation of plaintiff's “Canadian Club 
Whisky,” are the matters charged. 

Part of the evidence was testimony given in open court, part 
was exhibits, and the remainder was in depositions, 

In finding the facts from the oral testimony, I have been guided 
by the appearance and demeanor of witnesses, their interest in the 
outcome of this suit, and the apparent degree of their intelligence, 
integrity, and candor. In weighing the testimony of deponents, I 
have considered the intrinsic probability or improbability of the 
matters they narrate, and particularly whether such matters are 
credible or incredible, in the light of the facts I find from the oral 
testimony. 

Against Abel and Abel the charge of direct fraud is supported 
by the oral testimony of two detectives, Arthur and Arthur. One 
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was regularly an insurance man; the other, a contractor. They 
were specially employed by a detective agency to investigate the 
refilling of plaintiff's bottles. Testimony of detectives is to be 
scrutinized with care—care amounting to suspicion. Even so, I find 
the detectives more disinterested, more reliable, more credible, than 
the witnesses against them. 

Against Corning & Co. the charge of direct fraud is supported, 
at least partially, by the oral testimony of Wishman, Naumann, 
and Pfeiffer, and by the established sales methods of the Abels and 
of Corning & Co.’s New York “House Account,” as orally testified 
to by Detective Gleason, and is supported completely and explicitly 
by the depositions of Craig and Blake. These men, with numerous 
others, were employed by Corning & Co. to go to saloons through- 
out the country and puff that company’s liquors, so that salesmen of 
wholesalers and jobbers would find the way prepared for them. In 
the liquor world these puffers are called “missionaries.” In many 
collateral particulars the testimony of Missionaries Craig and 
Blake is discredited. They in fact were not such glowing successes 
as boosters as they pictured themselves. Even through depositions 
it is easy to see their tendency to exaggerate. They might not 
hesitate at the lie direct. In short, they are the kind one would 
expect in liquor boosters. But on that basis their title to credence 
is at least as good as that of missionaries, salesmen, and bartenders, 
who testified in person. Craig’s and Blake’s positive statements 
respecting Corning & Co.’s sales methods remained unshaken on 
cross-examination. I accept those statements, first, because they 
accord with the facts already established by the oral testimony of 
witnesses hereinbefore named; and, second, because they are in- 
herently probable in the light of the liquor trade situation shown by 
the record. 

From the beginning of distillation in Canada there have been 
numerous kinds of whisky having widely different characteristics 
of proof, color, and flavor. In Canada the word “Canadian” would 
cover all whiskies as generally as would “American” in this country. 
For many years prior to 1891 plaintiff, a Canadian distiller, ex- 


ported to this country and here built up a nation-wide trade in its 
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brand “Canadian Club Whisky,” which had a distinctive proof, 
color, and flavor, and was sold only in labeled bottles. In 1891 
plaintiff duly registered here its trade-mark and label. Prior to 
1908, when Corning & Co. began the acts complained of, other Cana- 
dian distillers were exporting here some amount of whisky having 
the general characteristics of “Canadian Club.” But in 1908, as 
well as before and after, plaintiff had four-fifths of that trade, and 
the remainder was practically all taken by “Segram’s” and “Gooder- 
ham & Worts’.” Though since 1900 “Segram’s” and “Gooderham 
& Worts’” put the word “Canadian” on their labels, the word was 
so subordinated, and the labels were so distinctive in prominent 
names, colors, and designs, that no confusion arose. When drinkers 
at bars wanted “Segram’s,” they called for it by that name; when 
they wanted “Gooderham & Worts’,” they called for it by that name, 
or simply “G. & W.”; and when they wanted plaintiff’s product, 
they asked for “Canadian Club,” or simply “Canadian,” or 
“Canuck.” 

In 1908, and before and since, there was a general practice 
among saloon keepers and bartenders of refilling bottles that bore 
well-known brands with cheaper whisky and then selling it over 
their bars, as the original contents. One witness testified that 90 
per cent. of whisky retailers indulged in this practice. I find noth- 
ing in the record that should cause me to reject this estimate. This 
refilling practice was a matter of common knowledge in the liquor 
world. 

In 1908 Corning & Co. tried methods of distillation that were 
then new to that company. The result was a whisky which in proof, 
color, and flavor was a duplication of plaintiff’s “Canadian Club.” 
Corning & Co. called it “Canadian Type.” As plaintiff’s process 
and product were not patented, Corning & Co.’s act of making a 
like whisky was legitimate. But, instead of offering it in distinc- 
tively labeled bottles, so that drinkers who desired whisky of that 


proof, color, and flavor might know they were being given a com- 
petitive choice, Corning & Co. sold it only in bulk, and only to 
wholesalers and jobbers. At Abels’, and at Corning & Co.’s New 
York “House Account,” the detectives found Corning & Co.’s cus- 





HIRAM WALKER & SONS, LIMITED, V. CORNING & CO., ET AL. 175 


tomers explaining to supposed retailers that no one could tell the 
difference between “Canadian Club” and “Canadian Type,” and 
that the latter could be safely used in refilling “Canadian Club” 
bottles. The acts of those purchasers from Corning & Co. were in 
line with what Craig and Blake testified were the instructions of 
Corning & Co. to them. The oral testimony of other missionaries 
and salesmen, that they sold Corning & Co.’s said whisky only to 
those wholesalers and jobbers who insisted on having it, is not 
accepted, first, on account of the appearance and demeanor of those 
witnesses; and, second, because their declared attitude is improb- 
able, in the light of established circumstances. 

How was a trade of $75,000 a year built up and maintained, 
except by sales like those proven by the detectives and under a 
plan as testified to by Craig & Blake? All of plaintiff’s witnesses, 
and all of Corning & Co.’s who on cross-examination testified on the 
subject, agreed that among drinkers at public drinking places no 
one had ever called for “Canadian Type” whisky, or had ever know- 
ingly drunk it. There is no exception to this condition throughout 
the country, unless it is established by Corning & Co.’s New York 
depositions. The witnesses were of two kinds: First, saloon keep- 
ers, with negro trade, said some of their customers called for “Cana- 
dian Type.” They were in the main the same witnesses whose 
oral testimony was rejected by Judge Hand. I cannot readily 
believe that their clientele displayed a nice discrimination, which 
was found nowhere else in the land. Second, owners of “family 
liquor stores” testified that they sold some of Corning & Co.’s said 
whisky in bottles bearing “Canadian Type” labels. But that does 
not prove that a single ultimate consumer ever wanted, or knew that 
he was drinking, Corning & Co.’s said whisky. 

When plaintiff notified Corning & Co. that “Canadian Type” 
was being palmed off by retailers for “Canadian Club,” Corning & 


Co. took the position that, so long as no misrepresentations were 
made to their immediate purchasers, the wholesalers and jobbers, 
they could sell as they pleased. I find that Corning & Co. had both 
actual and constructive notice that their said whisky was being sold 
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to unknowing consumers by means of the refilling of “Canadian 
Club” bottles. 
To the situation hereinabove found the equitable doctrine of 


contributory infringement plainly applies, in my judgment. 


On barrel heads Corning & Co. stamped “Canadian Type.” 
With the bulk sales Corning & Co. supplied engraved labels and 
“bar bottles” bearing the words “Canadian Type.” These labels 


are made to simulate plaintiff's. There is no evidence respecting 
the quantity of labels and “bar bottles” furnished by Corning & Co. 
as compared with the quantity of said whisky sold. Of course 
there was no intent to deceive wholesalers and jobbers, and they 
were not misled. But the labels, etc., which informed them, mani- 
festly were not furnished to retailers, or at least not conspicuously 
used by them, for consumers have never come to know of Corning & 
Co.’s “Canadian Type.” 

I find it unnecessary, on the facts of this case, to inquire 
whether the words “Canadian Type” in and of themselves constitute 
an infringement of plaintiff's trade-mark. If in the public mind 
the word “Canadian” had acquired a meaning indicating plaintiff's 
whisky, so that plaintiff has a proprietary interest in that geo- 
graphical word, as the Elgin Watch Company has in “Elgin,” and 
if “Canadian Type” means in the public mind “Imitation Canadian,” 
then an interesting question might arise, whether a trader should 
be permitted to administer poison, even if he accompanies it with 
an antidote. 

The decree will be limited to restraining the trespasses herein- 
above found and to an accounting therefor. 
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